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TRANSFORMING FAIR USE

Glynn S. Lunney, Jr.∗

In the United States, the fate of fair use, and by extension, copyright itself, hang in the
balance. In recent years, courts have disagreed over fair use’s proper scope. On the
one side are appellate decisions that interpret fair use broadly. While these decisions
do not go so far as to suggest that every reuse is fair, they typically use the talismanic
phrase “transformative use” to give fair use a generous and flexible interpretation.
On the other side are appellate decisions that interpret fair use restrictively. While
again they do not go so far as to suggest no reuse is fair, they typically either reject the
transformative use rubric outright or give it a miserly construction.

In Andy Warhol Foundation v. Goldsmith, the Court largely sided with the courts that
favored a narrow and restrictive view of transformative use specifically and fair use
more generally. In reaching its conclusion, the Court used a variety of interpretative
approaches: realism, textualism, and purposivism. This article critically re-examines
each of these interpretative approaches and demonstrates that none supports the
Court’s reasoning and outcome.

While courts are bound by the Court’s Goldsmith decision, it is a judicial decision,
not legislation. Courts should treat it as such. Each of the Court’s statements on
various issues should not be treated as independently binding, but as a reflection
of a unified whole, tied to the specific facts of the Goldsmith case. In particular,
courts should confine the decision’s application to other instances where a commercial
use that was previously licensed is now claimed as a fair use. Wendy Gordon has
previously suggested that where licensing is very likely to fail, fair use should be more

∗ Distinguished Professor of Law, Texas A&M University School of Law. I would like to thank Wendy
Gordon, Mark Lemley, Pam Samuelson, Rebecca Tushnet, and participants at the 2023 and 2024 Works-
in-Progress Intellectual Property Colloquium for helpful feedback on the article. Any errors remain my
responsibility.
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readily found. Goldsmith represents the opposite side of the coin: Where licensing of
a commercial use is very likely to succeed, and indeed, where the copyright owner has
previously licensed the precise use at issue, a court should tend to find infringement to
reinforce the licensing market in place.
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Introduction

Thirty years ago, in Campbell v. Acuff-Rose Music, the Court introduced
transformative use into copyright’s fair use analysis.1 When an author copies from
a copyrighted work to create a new work, the Campbell Court held, whether
the copying constitutes fair use depends, inter alia, on “whether and to what
extent the new work is ‘transformative.’”2 A new work is transformative if,
rather than “merely ‘supersed[ing] the objects’ of the original creation,”3 the new
work “instead adds something new, with a further purpose or different character,
altering the first with new expression, meaning, or message.”4 If present, such a
transformative use weighs, perhaps decisively, in favor of finding the use fair and
hence non-infringing under the first statutory fair use factor—“the purpose and
character of the use.”5

1 Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1994).
2 Id. (citation omitted).
3 Id. (quoting Folsom v. Marsh, 9 F. Cas. 342, 348 (C.C.D. Mass. 1841)).
4 Id.
5 Section 107 of the Copyright Act of 1976 sets forth four factors that a fair use determination “shall

include”: (1) “the purpose and character of the [alleged infringer’s] use”; (2) “the nature of the [allegedly
infringed] copyrighted work”; (3) “the amount and substantiality . . . used in relation to the [allegedly
infringed] copyrighted work as a whole”; and (4) “the effect of the use upon the potential market for or
value of the [allegedly infringed] copyrighted work.” 17 U.S.C. § 107.
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In the decades since, appellate courts have split over the role that
transformative use should play in the fair use analysis. On one side, a series of
appellate decisions embraced transformative use and relied on it to expand the
scope of fair use.6 On the other, a series of appellate decisions expressed skepticism
regarding the analytical utility of transformative use, rejected the rubric’s broad or
general application, and ruled in ways that narrowed the fair use doctrine.7

In 2021, the Court had its first opportunity to resolve the split over the proper
role for transformative use, specifically, and the direction of fair use, generally, in
Google v. Oracle.8 In its decision, the Court held that Google’s verbatim copying
of 11,500 lines of code from the copyrighted computer program, Java, to create a
new operating system for the mobile environment, Android, was fair use as a matter
of law.9 In its reasoning, it identified Google’s use as transformative, specifically,10

and approved a broader and more flexible approach to fair use, generally.11

However, the Court cautioned that its decision might apply narrowly—only within

6 See, e.g., Authors Guild v. Google, Inc., 804 F.3d 202, 216–17 (2d Cir. 2015) (finding the scanning
of entire copyrighted books to create a searchable database highly transformative and therefore fair); Cariou
v. Prince, 714 F.3d 694, 706 (2d Cir. 2013) (finding the vast majority of Richard Prince’s appropriation
art adding color to Cariou’s photos transformative and therefore fair); Kelly v. Arriba Soft Corp., 336 F.3d
811, 818 (9th Cir. 2003) (finding Arriba Soft’s low resolution thumbnail copy of a full size, high resolution
photograph transformative because the thumbnail was used for an image search engine on the Internet and
therefore fair).

7 See, e.g., Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 11 F.4th 26, 32 (2d Cir. 2021)
(finding that Warhol’s Prince series, when published in a magazine, was not fair use vis-à-vis the earlier
black-and-white photograph on which the series was based), aff’d, 598 U.S. 508 (2023); Fox News Network,
LLC v. TVEyes, Inc., 883 F.3d 169, 177, 180–81 (2d Cir. 2018) (finding that the copying of television
programs to create a searchable database was transformative but nonetheless unfair); see also Kienitz v.
Sconnie Nation LLC, 766 F.3d 756, 758 (7th Cir. 2014) (expressing skepticism as to Cariou’s approach,
criticizing reliance on transformative use as a substitute for the statutory factors, and worrying that overbroad
reading of transformative use threatens to override the copyright owner’s exclusive right to prepare derivative
works, but finding that the defendant’s use at issue was nevertheless fair).

8 Google LLC v. Oracle Am., Inc., 141 S. Ct. 1183, 1186 (2021).
9 Id. at 1209.

10 Id. at 1204 (“These and related facts convince us that the ‘purpose and character’ of Google’s copying
was transformative—to the point where this factor too weighs in favor of fair use.”).

11 Id. at 1203 (“To the extent that Google used parts of the Sun Java API to create a new platform that
could be readily used by programmers, its use was consistent with that creative ‘progress’ that is the basic
constitutional objective of copyright itself.”); id. at 1206 (“Further, we must take into account the public
benefits the copying will likely produce. Are those benefits, for example, related to copyright’s concern for the
creative production of new expression? Are they comparatively important, or unimportant, when compared
with dollar amounts likely lost (taking into account as well the nature of the source of the loss)?”).
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the computer programming context and perhaps only to the specific facts of the
Google v. Oracle dispute itself.12

Just two years later, in Andy Warhol Foundation v. Goldsmith, the Court had
a second opportunity to resolve the split over the proper role for transformative
use and to set the direction of fair use going forward.13 Rather than build on its
decision in Google v. Oracle, however, the Court reversed course. At issue were
a series of sixteen silkscreens and drawings that artist Andy Warhol had created
based on professional photographer Lynn Goldsmith’s black-and-white photograph
of the musical artist Prince.14 After the Second Circuit held that the sixteen Warhol
works were not transformative as a matter of law under the first fair use factor,15

the Andy Warhol Foundation (“the Foundation”) petitioned for certiorari and asked
the Court to determine whether “a work of art is ‘transformative’ when it conveys
a different meaning or message.”16 After granting the petition for certiorari, the
Court re-framed the question presented. Instead of asking whether a work of art is
transformative generally, the Court asked whether the specific use at issue—the
Foundation’s licensing of one of the Warhol Prince prints (known as “Orange
Prince”) for use on a magazine cover—was transformative.17 As is often the case,
the framing of the question dictated the Court’s answer.18 As the Court noted,
Goldsmith had also licensed the use of her black-and-white photo for a magazine

12 See id. at 1206 (“We do not say that these questions are always relevant to the application of fair use,
not even in the world of computer programs. Nor do we say that these questions are the only questions a court
might ask. But we do find them relevant here in helping to determine the likely market effects of Google’s
reimplementation.”).

13 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 528 (2023).
14 Id. at 515.
15 Andy Warhol Found. for Visual Arts, Inc. v. Goldsmith, 11 F.4th 26, 44 (2d Cir. 2021).
16 The question presented was:

Whether a work of art is “transformative” when it conveys a different meaning or message
from its source material (as this Court, the Ninth Circuit, and other courts of appeals have
held), or whether a court is forbidden from considering the meaning of the accused work where
it “recognizably deriv[es] from” its source material (as the Second Circuit has held).

Petition for Writ of Certiorari at i, Goldsmith, 598 U.S. 508 (No. 21-869).
17 Goldsmith, 598 U.S. at 515–16.
18 Daniel Kahneman and Amos Tversky won the Nobel prize in economics in 2002 for their work on

this issue. For their initial article on the topic, see generally Daniel Kahneman & Amos Tversky, Prospect
Theory: An Analysis of Decision Under Risk, 47 Econometrica 263 (1979).
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cover.19 So, in a sense, Warhol’s artwork and Goldsmith’s photo were both vying
for the same money. Both artists wanted their works on magazine covers, and
both wanted money for such use. As a result, the Court held that the Foundation’s
licensing of Warhol’s art for a magazine cover was not transformative under the
first fair use factor.20 Because the Foundation agreed that the other three fair use
factors weighed in Goldsmith’s favor, Warhol’s use was unfair.21

It is a startling decision. Startling not as to outcome, on which reasonable
minds can disagree, but on the route by which the Court held Warhol’s use
unfair. The Court could readily have said that to whatever extent Warhol had
transformed the meaning, message, or aesthetic of Goldsmith’s original black-
and-white photograph under the first statutory fair use factor, that transformative
character was outweighed: (i) by the potential lost licensing revenue to Goldsmith
under the fourth factor; or (ii) by some combination of the other three fair use
factors.22 Indeed, given the Court’s repeated insistence in its opinion that the issue
required balance and was a question of degree, such an approach to resolving
the case would have been more consistent internally.23 Yet, that is not how
the Court resolved the fair use issue. Instead, the Court resolved the case by
concluding that Warhol’s use was not transformative at all under the first factor.24

No balance. No question of degree. Despite the artistic choices Warhol made in
creating his silkscreens and drawings, in the Court’s view, Warhol’s Orange Prince,
at least when used for a magazine cover, was no more transformative than an

19 Goldsmith, 598 U.S. at 520.
20 Id. at 545–46.
21 Id. at 551.
22 Again, Section 107 directs the Court to weigh four non-exclusive factors when analyzing fair use,

including: (1) the purpose and character of the use, (2) the nature of the use, (3) the amount and substantiality
taken in comparison to the copyrighted work as a whole, and (4) the effect of the new use on the market—or
potential market—for the original. 17 U.S.C. § 107.

23 See, e.g., Goldsmith, 598 U.S. at 525 (“But the first fair use factor instead focuses on whether an
allegedly infringing use has a further purpose or different character, which is a matter of degree, and the
degree of difference must be weighed against other considerations, like commercialism.”); id. at 526–27
(“This balancing act between creativity and availability (including for use in new works) is reflected in one
such limitation, the defense of ‘fair use.’”); id. at 528 (“Whether a use shares the purpose or character of an
original work, or instead has a further purpose or different character, is a matter of degree.”); id. at 529 (“As
before, ‘transformativeness’ is a matter of degree.”); id. at 549–50 (“Fair use instead strikes a balance between
original works and secondary uses based in part on objective indicia of the use’s purpose and character,
including whether the use is commercial and, importantly, the reasons for copying.”).

24 Goldsmith, 598 U.S. at 545–46.
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exact, mechanically or digitally re-created copy of Goldsmith’s black-and-white
photograph. That conclusion is startling. By reaching it, the Court effectively
equated Warhol, probably the most celebrated and influential American artist of
his generation, with a copy-shop employee.25

It was probably this implicit characterization of Warhol that provoked Justice
Kagan to write her blistering dissent.26 The sharp disagreement between Justice
Sotomayor, writing for the Court, and Justice Kagan, in dissent, hearkens back to
the equally sharp disagreement between Justices Stevens and Blackmun in Sony
Corp. v. Universal City Studios.27 As in Sony, the viciousness with which the
majority and the dissent assailed each other’s position in Warhol likely reflects
a combination of factors. Among them, two in particular stand out for me. First
is Sayre’s Law.28 Like academic politics, copyright politics are vicious because
the stakes are so small. Whether we agree with Kagan or Sotomayor, people will
still go to bed every night hungry, thirsty, and at risk of death from war, poverty,
and disease. The climate crisis will continue towards its seemingly inevitable
conclusion. And the end of real economic growth in the United States will still
loom.29 Against these truly important stakes, whether copyright is slightly broader
or slightly narrower so that one wealthy copyright owner, such as the Foundation,
will or will not have to pay a token licensing fee to some other wealthy copyright

25 When the California Supreme Court transplanted the transformative use rubric from copyright’s fair
use privilege into the right of publicity, as a way of balancing the celebrity’s property interest against the First
Amendment’s free speech interests, it cited Warhol as one of several paradigmatic examples of transformative
use. See Comedy III Prods., Inc. v. Gary Saderup, Inc., 21 P.3d 797, 809 (Cal. 2001) (“We emphasize that the
transformative elements or creative contributions that require First Amendment protection are not confined
to parody and can take many forms, from factual reporting to fictionalized portrayal, from heavy-handed
lampooning to subtle social criticism . . . .”) (citations omitted). Notably, for an example of “subtle social
criticism,” the Court cites John Coplans, Andy Warhol 50–52 (1970) (explaining Warhol’s celebrity
portraits as a critique of the celebrity phenomenon).

26 See Goldsmith, 598 U.S. at 558–93 (Kagan, J., dissenting).
27 See Sony Corp. of America v. Universal City Studios Inc., 464 U.S. 416, 456 (1984).
28 Sayre’s Law is usually formulated: “In any dispute, the intensity of feeling is inversely proportional to

the value of the stakes at issue.” Charles Issawi, Issawi’s Laws of Social Motion 178 (1973).
29 Real economic growth rate has been falling steadily in the United States since the 1960s. By straight

line projection, real economic growth in the United States will end in 2051. See Glynn S. Lunney, Jr., An
Introduction to the Law and Economics of Trademarks, in Research Handbook on the Law & Economics
of Trademarks 5, 11 n.20 (Edward Elgar Publ’g, 2023). If this projection holds, the next generation will
be the first American generation that, on average, does not do better, in terms of real per capita GDP, than
their parents did.
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owner, such as Goldsmith, is hard to get worked up about. Second, we will never
know for certain who was right. The counterfactual world in which Justice Kagan’s
position prevailed does not exist, or at least, is unavailable for our inspection.
We cannot therefore readily compare outcomes in the world where the majority
prevailed to outcomes in a world where the dissent prevailed to know who was
right and who was mistaken.

As a result, whether the Court’s decision will lead to more creative works
or fewer, whether those works will be higher or lower quality in terms of their
emotional and aesthetic impact, and whether they will be distributed more or less
widely, is difficult to know. The only thing we can say for sure is that the Court’s
decision will make fair use litigation more expensive. By requiring fair use to be
decided for new works on a use-by-use basis, courts going forward will have to
decide questions of fair use not once for each new work, but repeatedly, for each
use of each new work. The need for repeated rounds of fair use litigation threatens
to increase the cost of fair use litigation exponentially. That might not have been
so bad in the analog world in which copyright was born. Because of the high costs
entailed in the distribution of creative work through the printing press, broadcast
radio and television, theater chains, and the other distribution mechanisms available
in the analog world, only the privileged few could share their creative efforts with
the many in any event. Whether copyright was long, broad, and complicated, or
short, narrow, and simplistic made little difference. In the analog world, having a
high-cost copyright system was not a barrier to entry in itself. It merely reinforced
the preexisting high-cost structure of the available analog distribution technologies.
Today, however, we live in a digital world. In today’s digital world, social media
and other avenues of digital distribution have made it trivially easy for anyone
to share even their most idle creative impulse with the many. In today’s digital
world, the high cost of copyright itself has become the defining barrier to authoring
and distributing creative work. Precisely at a time when digital technologies have
democratized authorship and made the fair use privilege available to the many,
the Court’s Goldsmith decision threatens to restrict the availability of the fair use
privilege to those few that can afford the expense of repeated litigation.

As justification for gating fair use behind repetitive litigation, the Court
offered a variety of reasons reflecting a mixture of interpretative approaches.
From a realist perspective, the Court wrote that substitution is copyright’s “bête
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noire,”30 and at least when used for a commemorative magazine cover, Warhol’s
Orange Prince is not transformative because it is a substitute, even if “not a perfect
substitute,” for Goldsmith’s photograph.31 From a textualist perspective, the word
“transform” cannot simultaneously: (i) define activity as infringing, as part of the
definition of a derivative work, and (ii) define activity as non-infringing, as part of
the definition of fair use. From a purposivist perspective, finding Warhol’s use to
be fair would require the Court to find many films based upon novels to be fair as
well and thus frustrate Congress’s intent to grant the copyright owners of novels
the exclusive right to control the making of their novels into films.32

Insisting that its prior decision in Campbell v. Acuff-Rose tied its hands,
the Goldsmith Court reduced the first fair use factor to a three-part, mechanical
checklist.33 First, does the defendant’s specific use at issue serve the same general
purpose as the plaintiff’s work seeks to serve? Second, is the defendant’s specific
use at issue commercial? Third, does the defendant’s work criticize or otherwise
comment on the plaintiff’s work?

Unfortunately, the Court’s analysis and resulting checklist are fatally flawed.
The Court’s realism is unrealistic. Its textualism ignores the statutory text. And
its purposivism frustrates Congress’s purpose in elevating fair use from common
law exception to statutory privilege. As for its reading of Campbell, the Goldsmith
Court mistakes dicta for holding. The resulting mechanical checklist is contrary
to the statutory text, is contrary to the Court’s own precedent, and frustrates
Congress’s purpose in enacting copyright.

Under the Constitution, Congress has the authority to enact copyright
legislation for a singular purpose: “the Progress of Science.”34 To achieve that
purpose, Congress did not define copyright as all rights with no limits. To the
contrary, to balance the competing interests at stake, between earlier authors and
later authors, between authors and consumers, between what may be freely copied
and what may not be freely copied, Congress defined copyright to include both

30 Goldsmith, 598 U.S. at 527.
31 Id. at 535–36.
32 17 U.S.C. 106(2) (providing copyright owners the exclusive right “to prepare derivative works based

upon the copyrighted work”).
33 Goldsmith, 598 U.S. at 550, 532.
34 U.S. Const. art. I, § 8, cl. 8.
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rights and limits, as the Goldsmith majority recognized.35 Yet, Justice Gorsuch, in
his concurrence, insisted that interpreting the fair use doctrine to help strike that
balance is not the Court’s proper role. As he chided Justice Kagan:

Worry not. This case does not call on us to strike a balance between
rewarding creators and enabling others to build on their work. That is
Congress’s job.36

While Justice Gorsuch is correct that it is Congress’s job to balance appropriately
the various interests at stake in defining the optimal scope of copyright, Congress
may do that job in, at least, two ways. First, Congress can do so directly through
statutory language. Congress could, for example, set a shorter or longer copyright
term or define the copyright owner’s exclusive rights more broadly or more
narrowly—not that courts, including the Goldsmith Court itself, have paid much
attention to the statutory language Congress used to define the exclusive rights.37

Second, Congress can do so indirectly, by delegating the task of striking the
appropriate balance to others, such as the federal courts. When it came to fair
use, by expressly leaving the analysis open-ended, Congress delegated the task of
defining fair use in a way that optimally balances the competing interests at stake to
the courts.38 Pretending otherwise merely guarantees that the Court will perform
its congressionally delegated task poorly.

Consider, for example, the language that Congress used to define the fourth
fair use factor. That language requires a court to consider “the effect of the use
upon the market for or potential value of the copyrighted work.”39 While the statute

35 See Goldsmith, 598 U.S. at 523 (citing 17 U.S.C. § 106 (defining rights); §§ 107–122 (providing various
limits)).

36 Id. at 555 (Gorsuch, J., concurring). Justice Kagan was indeed concerned about this balance and how
the Goldsmith decision would harm artists by “stymie[ing] and suppress[ing]” artistic development and
ultimately harm the public by “constrain[ing] creative expression.” Id. at 581–82 (Kagan, J., dissenting).

37 For example, the Court twice added the words “sequel” and “spinoff” to the definition of a derivative
work even though Congress itself did not include those words in the statutory text defining a derivative work.
Id. at 541, 548. See generally also Glynn S. Lunney, Jr., Copyright, Literally, 51 AIPLA L.Q. 479, 482, 492
(2023).

38 See 17 U.S.C. § 101 (“The terms ‘including’ and ‘such as’ are illustrative and not limitive.”); see also
Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577–78 (1994) (“The text employs the terms ‘including’
and ‘such as’ in the preamble paragraph to indicate the ‘illustrative and not limitative’ function of the
examples given . . . which thus provide only general guidance about the sorts of copying that courts and
Congress most commonly had found to be fair uses.” (citations omitted)).

39 17 U.S.C. § 107(4).
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identifies this factor and requires a court to consider it, the statute does not tell a
court how to evaluate this factor or how to balance it against the other three.40 For
example, the statute does not say, at one extreme, that any effect on the market
will make a use unfair. Nor does it say, at the other extreme, that only a complete
destruction of value will make a use unfair.41 Instead, the statute leaves to the courts
the question how much or what sort of loss in potential value will weigh in favor
of or against fair use.

The same is true for the other three fair use factors. The statute identifies them.
The statute requires a court to consider them.42 But the statute does not say how
to weigh each factor on its own or how to balance them against the others. The
statute does not even provide a comprehensive definition of each.43 Moreover, the
statute directly states that the four statutory factors are not the only factors a court
may consider in evaluating fair use. The statutory language setting forth the four
fair use factors is open-ended–inclusive, rather than exclusive. It expressly leaves
courts the leeway to develop and consider factors other than the four factors the
statute expressly sets forth.44

40 The other three fair use factors are: (1) “the purpose and character of the use”; (2) “the nature of the
copyrighted work”; and (3) “the amount and substantiality of the portion used in relation to the copyrighted
work as a whole.” 17 U.S.C. § 107.

41 In one of the first applications of the fair use doctrine in Folsom v. Marsh, Justice Story wrote that if
the defendant’s use were permitted as fair “the plaintiff’s copyright [would] be totally destroyed.” 9 F. Cas.
342, 349 (C.C.D. Mass. 1841). If Congress codifies a judicially-created doctrine, an argument can be made
that Congress adopted the standard for how much of an effect on value was required to establish that a use
was unfair from cases such as Folsom v. Marsh that created the doctrine.

42 17 U.S.C. § 107 (“In determining whether the use made of a work in any particular case is a fair use
the factors to be considered shall include . . . .” (emphasis added)).

43 For example, the second statutory factor requires a court to consider “the nature of the copyrighted
work.” 17 U.S.C. §107(2). But the statute does not otherwise define what “nature” will weigh in favor of or
against fair use. Presumably, a court should look to judicial definitions of the term in fair use cases decided
before the enactment of the Copyright Act of 1976. But, if that’s what Congress intended, that just proves my
point. The statutory fair use language itself does not strike the appropriate balance. Rather, it incorporates
the balance that courts had previously struck on the issue and directs courts to continue, through common
law development, to strike that balance in future fair use cases.

44 Section 107 provides that a fair use determination “shall include” a consideration of the four fair use
factors. 17 U.S.C. § 107. The word “shall” in that phrase makes consideration of the four statutory fair use
factors mandatory. At the same time, the word “include” in that phrase leaves a court room to articulate and
consider factors other than the four statutory factors. See 17 U.S.C. § 101 (defining “including” and “such
as” as “illustrative and not limitative”).
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In short, when it came to fair use, Congress did not strike the appropriate
balance between the competing policy concerns—whether “between rewarding
creators and enabling others to build on their work,”45 or otherwise—that copyright
and fair use can implicate. Instead, Congress attempted to codify a judicially
created and judicially developed doctrine. But any such attempt is necessarily
fraught: fraught with the risk that reducing a common law doctrine to a simplistic
set of factors may omit or misstate something important and fraught with the risk
that codifying the doctrine at a specific point in time may risk stifling further
judicial development and common law evolution. Congress codified fair use despite
these risks. Not to bar further judicial development of fair use or to reduce the
complexities of balancing the interests at stake to a mechanical checklist,46 but
to give fair use express statutory recognition. Where before the Copyright Act
of 1976, fair use was a judicially created exception to the legislatively drafted
and executively approved statutory exclusive rights, after the Act, fair use became
statutory too. Codifying fair use ensured that fair use carried a dignity and stature
equal to the copyright owner’s exclusive rights.

The Court once proclaimed: “[I]t should not be forgotten that the Framers
intended copyright itself to be the engine of free expression.”47 Yet, to achieve that
lofty goal, copyright cannot be all rights and no limits. Balance is required. Some of
the limitations necessary to ensure balance Congress dictated directly in the statute.
Even though technology may chance over time and circumstances may vary from
case-to-case, some limits—limits such as the term of copyright48—can be defined
adequately in advance and applied uniformly, even mechanically, across cases.
But some limits necessary to achieve the optimal balance cannot be defined in

45 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 541, 579 (2023) (Kagan, J.,
dissenting).

46 See H.R. Rep. No. 94-1476, at 65 (1976). The House Report accompanying the enactment of the
Copyright Act of 1976 expressly defines fair use as “an equitable rule of reason.” Id. The Report further notes
that the four statutory factors “provide some gauge for balancing the equities.” Id. The Report continues:

Beyond a very broad statutory explanation of what fair use is and some of the criteria applicable
to it, the courts must be free to adapt the doctrine to particular situations on a case-by-case basis.
Section 107 is intended to restate the present judicial doctrine of fair use, not to change, narrow,
or enlarge it in any way.

Id.
47 Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 539, 558 (1985).
48 17 U.S.C. § 302 (setting the term of copyright).
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advance nor can they be applied uniformly or mechanically. Changing technology
and changing circumstances from case to case may require a more flexible
set of standards intelligently applied. In codifying fair use, Congress expressly
recognized fair use as one of the limits necessary to achieving the appropriate
balance. But Congress did not reduce fair use to a mechanically applied checklist.
Nor did Congress balance the competing interests at stake itself. Instead, it provided
some general guides and left to the courts the task of applying those guides, or
developing new ones, to ensure that the two sides of copyright, rights and limits,
optimally balance the competing interests at stake.49

In the remainder of this article, I will explore and develop each of these issues.
I begin in Section I with a brief history of transformative use in fair use doctrine.
Section II then explores the Court’s Warhol decision in more detail. As part of this
exploration, Section II critically reexamines the Court’s decision on its own terms
and finds the decision fundamentally lacking. The Court’s realism is unrealistic.
The Court’s textualism ignores the statutory text. The Court’s purposivism defeats
the purpose for which Congress enacted fair use.

To chart a path forward for fair use, Section III returns to the statutory text
and the Court’s own precedents. In both, we find the need for balance. Through
threats of litigation and unduly burdensome licensing requirements, too much
copyright will stifle the very creativity and widespread dissemination of original
works that copyright seeks to encourage. Too little, and there is a risk that the
public may receive too few original works of authorship. Congress gave fair use
express statutory recognition in the Copyright Act of 1976 to recognize its essential
role in striking that balance. With fair use, however, rather than strike that balance
itself, Congress left the balancing to the courts. By appropriately drawing the line
between fair and unfair use on a case-by-case basis, courts can ensure that copyright
continues to “promote the Progress of Science” as the technology, markets, and
economics associated with authorship change. The final Section concludes.

To begin, we turn to the origins of transformative use.

49 See H.R. Rep. No 94-1476, supra note 46.
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I
A Brief History of Transformative Use

Transformative use was introduced into fair use innocently enough. The Court
set the stage in its first two decisions applying fair use after Congress formally
codified the doctrine in the Copyright Act of 1976. In the first, Sony Corp. v.
Universal City Studios, the Court addressed whether a consumer’s use of a Betamax
to copy broadcast television programs for the purpose of time shifting was a fair
use.50 The Ninth Circuit and Justice Blackmun in dissent argued that it could not be
a fair use because it was not “productive.”51 A Betamax consumer merely copied
the television program for its intrinsic purpose, not to facilitate the creation of
some new work of authorship, they argued. Such a consumptive or ordinary use
could not be fair, they insisted.52 The Sony majority disagreed.53 And although the
Sony majority acknowledged the continued relevance of the productive nature of
the use in appropriate fair use contexts,54 its rejection of the Ninth Circuit’s and
the dissent’s “productive use” arguments had the effect of eliminating or sharply
limiting the relevance of “productive use” to the fair use analysis. As part of its
analysis, the Sony majority also seemed to suggest, at least in dicta, a presumption
that every commercial use of a copyrighted work was unfair.55

In the second, Harper & Row v. Nation Enterprises, the Court considered
whether copying and publishing a 2,200-word essay—that quoted a total of
300-400 words directly from President Gerald Ford’s at the time forthcoming
biography—was fair use.56 In concluding that it was not, the Court emphasized

50 Sony Corp. of America v. Universal City Studios Inc., 464 U.S. 417, 421 (1984).
51 See Universal City Studios, Inc. v. Sony Corp., 659 F.2d 963, 971–72 (9th Cir. 1982) (“Without a

‘productive use’, i. e. when copyrighted material is reproduced for its intrinsic use, the mass copying of the
sort involved in this case precludes an application of fair use.”), rev’d, 464 U.S. 417 (1984); Sony, 464 U.S.
at 497 (Blackmun, J., dissenting) (“Fair use is intended to allow individuals engaged in productive uses to
copy small portions of original works that will facilitate their own productive endeavors.”).

52 Id.
53 Sony, 464 U.S. at 454–455.
54 See Sony, 464 U.S. at 455 (pointing out that the distinction between ”productive” and ”unproductive

uses” is an important consideration, ”but it cannot be wholly determinative”).
55 Id. at 449 (“If the Betamax were used to make copies for a commercial or profit-making purpose, such

use would presumptively be unfair.”).
56 See Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 539, 558 (1985).
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that the biography from which the defendant had copied was, at the time of the
defendant’s use, unpublished.57

With only these two Supreme Court decisions to go by, appellate courts in the
late 1980s took the Court’s reasoning much further than the facts and holdings of
each case would require. By 1990, a trial judge, Judge Pierre N. Leval, had grown
frustrated with what he saw as the Second Circuit’s overly narrow approach to fair
use, particularly with respect to reuse of unpublished materials for biographical
research.58 For such research in particular, the Court’s decisions in Sony and
Harper & Row, taken together, would seem to leave very little fair use room. Sony
both: (i) made it hard to rely on the productive nature of the use; and (ii) suggested
that such use was presumptively unfair as long as the researcher intended to sell the
resulting biography.59 Harper & Row reinforced the conclusion that the use was
unfair because the scholarly researcher was copying from unpublished materials.60

But Judge Leval felt that, at least some, such uses were fair. The researchers were
combing through obscure historical archives and bringing new information to light.
In Judge Leval’s view, copyright should reward, not punish, these researchers’
creation and dissemination of new knowledge. Yet, despite his careful and thorough
analysis explaining why the uses at issue in the cases before him were fair, the
Second Circuit would reverse.61 No one likes to be reversed. So Judge Leval wrote
a law review commentary explaining why he was mostly right and why the Second
Circuit was mostly wrong on the fair use issue.62 As part of that explanation, Judge
Leval suggested that fair use in copyright law “turns primarily on whether, and to
what extent, the challenged use is transformative.”63

57 Id. at 554 (“We conclude that the unpublished nature of a work is ‘[a] key, though not necessarily
determinative, factor’ tending to negate a defense of fair use.”) (internal citations omitted).

58 See New Era Publ’ns Int’l, ApS v. Henry Holt & Co., Inc., 695 F. Supp. 1493, 1501, 1503 (S.D.N.Y.
1988) (Leval, D.J.), aff’d on other grounds, 873 F.2d 576 (2d Cir. 1989); Salinger v. Random House, Inc.,
650 F. Supp. 413, 422 (S.D.N.Y. 1986) (Leval, D.J.), rev’d, 811 F.2d 90 (2d Cir. 1987).

59 Sony, 464 U.S. at 449, 454–455.
60 Harper & Row Publishers, 471 U.S. at 551.
61 See New Era Publ’ns Int’l, ApS, 695 F. Supp. at 1501, aff’d on other grounds, 873 F.2d 576 (2d Cir.

1989); Salinger, 650 F. Supp. at 422, rev’d, 811 F.2d 90 (2d Cir. 1987).
62 Pierre N. Leval, Towards a Fair Use Standard, 103 Harv. L. Rev 1105, 1114 (1990).
63 Id. at 1111.
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Four years later in Campbell v. Acuff-Rose Music, the Court embraced Judge
Leval’s suggestion and incorporated transformative use into the fair use analysis.64

In Campbell, the Court faced the question whether 2 Live Crew’s rap song Pretty
Woman, was a fair use of Roy Orbison’s song, Oh, Pretty Woman. 2 Live Crew had
copied the opening phrase and a distinctive bass riff from Orbison’s song. After
that, however, the meaning and message of 2 Live Crew’s song diverged quite
dramatically from Orbison’s.65 Although the Sixth Circuit accepted the district
court’s finding that 2 Live Crew’s song was “a criticism in the nature of a parody
in the popular sense,” the Sixth Circuit nevertheless reversed the district court’s
conclusion of fair use.66 Citing language from the Court’s opinions in Sony and
Harper & Row, the Sixth Circuit held “that the admittedly commercial nature of [2
Live Crew’s] derivative work . . . requires the conclusion that the first factor weighs
against a finding of fair use.”67

After granting certiorari, the Supreme Court reversed.68 With respect to the
first fair use factor, the purpose and character of the defendant’s use,69 the Campbell
Court rejected the rule, that the Sixth Circuit had, “ostensibly culled from Sony, that
‘every commercial use of copyrighted material is presumptively . . . unfair.’”70 As
the Court noted, any such “presumption would swallow nearly all of the illustrative
uses in the preamble paragraph of § 107.”71 Instead of a presumption, the Campbell
Court held that commercial use was merely “a separate factor that tends to weigh
against a finding of fair use.”72 As for how heavily commercial use will weigh
against fair use in any given case, “even the force of that tendency will vary with
context.”73

64 Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1994).
65 Id. at 573 (quoting the district court for its conclusion that the 2 Live Crew version “quickly degenerates

into a play on words, substituting predictable lyrics with shocking ones” to show “how bland and banal the
Orbison song” is).

66 Acuff-Rose Music, Inc. v. Campbell, 972 F.2d 1429, 1437 (6th Cir. 1992), rev’d, 510 U.S. 569 (1994).
67 Id.
68 Campbell, 510 U.S. at 594.
69 The first statutory fair use factor is: “the purpose and character of the use, including whether such use

is of a commercial nature or is for nonprofit educational purposes.” 17 U.S.C. § 107(1).
70 Campbell, 510 U.S. at 583–84 (quoting Sony Corp. of America v. Universal City Studios, Inc., 464

U.S. 417, 451 (1984)).
71 Id. at 584.
72 Id. at 585 (quoting Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 539, 562 (1985)).
73 Id.
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Rather than rely on the commercial nature of a use as the central touchstone
under the first factor, the Campbell Court directed courts to consider the
transformative purpose or character of the use. Specifically, the Campbell Court
wrote that the analysis of the first factor must evaluate:

whether the new work merely “supersede[s] the objects” of the original
creation, or instead adds something new, with a further purpose or
different character, altering the first with new expression, meaning, or
message; it asks, in other words, whether and to what extent the new
work is “transformative.”74

If the defendant copies to create such a transformative work, that weighs strongly in
favor of fair use under the first fair use factor. Leaving room for such transformative
works promotes one of copyright’s legitimate ends—the creation of new works of
authorship—directly.75

Moreover, once the Court concluded that 2 Live Crew’s use was
transformative, that shaped, if not dictated, the remainder of the Court’s analysis.76

In analyzing another consideration under the first fair use factor, the Court held
that, although 2 Live Crew’s use was commercial, the commercial nature of 2
Live Crew’s use did not weigh against fair use because 2 Live Crew’s use was
transformative.77 Under the second fair use factor,78 although 2 Live Crew copied
from an entertaining, rather than useful, work, the Court held that did not weigh
against fair use because 2 Live Crew’s use was transformative.79 Under the third
fair use factor,80 although 2 Live Crew copied the “heart of the work,” at least

74 Id. at 579.
75 As the Court explained, “the goal of copyright, to promote science and the arts, is generally furthered

by the creation of transformative works.” Id.
76 For an empirical study of fair use decisions that shows that courts continue to rely on transformative use

to override the other fair use factors, see Jiarui Liu, An Empirical Study of Transformative Use in Copyright
Law, 22 Stan. Tech. L. Rev. 163 (2019).

77 Campbell, 510 U.S. at 584–85.
78 The second statutory fair use factor is: “the nature of the copyrighted work.” 17 U.S.C. § 107(2).
79 Campbell, 510 U.S. at 586 (“This fact, however, is not much help in this case, or ever likely to help much

in separating the fair use sheep from the infringing goats in a parody case, since parodies almost invariably
copy publicly known, expressive works.”).

80 The third statutory fair use factor is: “the amount and substantiality of the portion used in relation to
the copyrighted work as a whole.” 17 U.S.C. § 107(3).
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according to the Sixth Circuit,81 the Court held that did not weigh against fair use
because 2 Live Crew’s use was transformative.82

As for the fourth factor, “the effect of the use upon the potential market for or
value of the copyrighted work,”83 the transformative nature of 2 Live Crew’s use
ensured that 2 Live Crew’s Pretty Woman would not serve as a market substitute
for Roy Orbison’s Oh, Pretty Woman.84 No ordinarily prudent consumer looking
for the Roy Orbison version would buy the 2 Live Crew version instead. They were
quite different songs, each with its own message and aesthetic appeal. Moreover,
because the 2 Live Crew song could be perceived as a parody,85 and hence a
criticism of the Roy Orbison song, the Court reasoned that the copyright owner
would not ordinarily license the use.86 Thus, the transformative nature of 2 Live
Crew’s use also weighed against an effect upon “the potential market for or value
of” Orbison’s song under the fourth fair use factor.87 Nevertheless, the Court held
that the transformative nature of 2 Live Crew’s use did not fully resolve the fourth
factor. The Court left opened the possibility that 2 Live Crew’s transformative
use might somehow interfere with the licensing market for a less critical, more
sympathetic rap version of Oh, Pretty Woman.88 Seizing on a concession that 2 Live
Crew’s attorney made in oral argument—that fair use is an affirmative defense—the

81 Acuff-Rose Music, Inc. v. Campbell, 972 F.2d 1429, 1438 (6th Cir. 1992), rev’d, 510 U.S. 569 (1994)
(“We conclude that taking the heart of the original and making it the heart of a new work was to purloin a
substantial portion of the essence of the original.”).

82 Campbell, 510 U.S. at 588–89 (“Copying does not become excessive in relation to parodic purpose
merely because the portion taken was the original’s heart.”).

83 17 U.S.C. § 107(4).
84 Campbell, 510 U.S. at 591 (“Indeed, as to parody pure and simple, it is more likely that the new work will

not affect the market for the original in a way cognizable under this factor, that is, by acting as a substitute for
it (‘supersed[ing] [its] objects’). This is so because the parody and the original usually serve different market
functions.” (citations omitted)).

85 The notion that the 2 Live Crew version was actually a parody is a bit silly. It seems to me unlikely that
2 Live Crew itself thought they were making fun of the original, rather than just creating their own song.
More likely, in my estimation, the suggestion that the song was a parody of the original came from 2 Live
Crew’s lawyers.

86 Campbell, 510 U.S. at 591–92. As the Court noted in its opinion, 2 Live Crew had approached Acuff-
Rose to obtain a license, and Acuff-Rose had rejected the possibility. See id. at 572. On remand, the parties
settled their dispute when Acuff-Rose agreed to license the use.

87 Id.
88 Id. at 592–93.
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Campbell Court placed the burden on the defendants to introduce evidence on that
issue and remanded for further development of the record.89

In this initial proposal and adoption, there were few hints of what
transformative use would become. In Judge Leval’s analysis and in Campbell
itself, transformative use seemed merely a new label for an old fair use doctrine,
“productive use,” – a doctrine that had fallen out of favor after Sony. Whether under
the new “transformative use” label or the old “productive use” label, the question,
as traditionally understood, was whether, and to what extent, the alleged infringer
used what was copied to create a new or different work. If so, the productive or
transformative nature of the use weighed in favor of fair use. If not, then not.

That changed in 2003. On July 7th of that year, the Ninth Circuit responded
to a petition for rehearing by issuing its second opinion in Kelly v. Arriba Soft.90

Judge Thomas G. Nelson wrote the opinion and held that, as a matter of law,
a search engine’s copying and display of thumbnail-size versions of full-size
copyrighted images found elsewhere on the Internet was a fair use.91 There was
nothing transformative about the thumbnail versions of the full-sized images, at
least not in the traditional sense of the word. No new work was created. No
new aesthetic meaning explored. In the words of the copyright owner Kelly:
“because Arriba reproduced his exact images and added nothing to them, Arriba’s
use cannot be transformative.”92 The Ninth Circuit rejected Kelly’s interpretation
of the word “transformative” as overly restrictive.93 The thumbnail may have
merely reduced the size and resolution of the original image, yet by doing so, the
resulting thumbnail served a different purpose from Kelly’s original. Rather than
the aesthetic enjoyment the originals provided, the thumbnails were intended to
“improv[e] access to information on the internet.”94 The Ninth Circuit held that

89 Id. at 590–91. For a further discussion of the proper characterization of the fair use doctrine and the
proper placement of the burden of proof, see Glynn S. Lunney, Jr., Fair Use and Market Failure: Sony
Revisited, 82 B.U. L. Rev. 975, 989–90 n.70 (2002); Lydia P. Loren, Fair Use: An Affirmative Defense?, 90
Wash. L. Rev. 685 (2015).

90 Kelly v. Arriba Soft Corp., 336 F.3d 811, 815 (9th Cir. 2003).
91 Id. at 822.
92 Id. at 818–19.
93 Id. at 819.
94 Id.
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because the later use served a new purpose it was transformative. Because it was
transformative, the use was fair.95

While both Kelly and Campbell used the same word “transformative,” they
otherwise had very little in common. The question in Campbell was one that
copyright has struggled to answer from its inception: how much of an earlier
work can a later author reuse and for what purposes, given that all authorship
inevitably entails some borrowing.96 It was not a new question nor did it arise due
to new authorship or distribution technology. In contrast, the question at the heart
of Kelly was entirely new and entirely the result of a new distribution technology,
the Internet. The closest parallel to the Arriba Soft copyright issue in the analog
world would be whether the description of a book in a card catalog in a library
infringed the copyright in the book.

While some of the language in both Judge Leval’s commentary and the
Court’s ruling in Campbell could be read to encompass a different purpose as a
transformative use,97 it is not clear that either intended or foresaw the extension
of the transformative use rubric to encompass creating thumbnail images for an
Internet search engine. Nor is it clear that either considered “purpose and character”
to be separate and distinct categories—“purpose or character.”98 The trial judge
in Kelly, Judge Taylor of the Central District of California, and on appeal, Judge

95 Id. at 819, 822. The panel also found the fourth factor to weigh in favor of fair use. Id. at 821–22.
96 As Justice Story once explained: “In truth, in literature, in science and in art, there are, and can be, few,

if any, things, which in an abstract sense, are strictly new and original throughout. Every book in literature,
science and art, borrows, and must necessarily borrow, and use much which was well known and used before.”
Emerson v. Davies, 8 F. Cas. 615, 619 (No. 4,436) (C.C.D. Mass. 1845).

97 The Campbell Court, in particular, uses the word “or” to distinguish a transformative use with a “further
purpose” from a transformative use with a “different character.” See Campbell v. Acuff-Rose Music, Inc., 510
U.S. 569, 579 (1992) (describing the issue in terms of whether the allegedly infringing us “adds something
new, with a further purpose or different character”) (emphasis added). Nevertheless, both Judge Leval and
the Campbell Court were resolving cases involving classic derivative uses, where a later author borrows
from an existing work to create a new work. It would be another decade before the search engine use would
arise. To think that either Judge Leval or the Campbell Court both: (i) foresaw precisely how search engines
would develop and (ii) had identified the optimal legal framework for resolving the associated fair use issue
attributes an unlikely degree of omniscience.

98 The Campbell Court expressly substituted the word “or” for the word “and” in setting forth its analysis.
Compare Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1992) (describing the issue in terms of
whether the allegedly infringing us “adds something new, with a further purpose or different character”
(emphasis added)), with 17 U.S.C. 107(1) (directing courts to consider “the purpose and character of the
use” (emphasis added)).
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Nelson of the Ninth Circuit, deserve the credit (or blame) for being the first to apply
Campbell’s language outside of its original context.99 They also deserve credit (or
blame) for effectively dividing transformative use into two distinct categories.100

First, for cases like Campbell where an author copied from a copyrighted work
to create a new work, the question is whether the new work has a transformative
character. Second, for cases like Kelly that involve a new use of an existing work,
the question is whether the new use has a transformative purpose.

The two types of transformative use are not only different in terms of the
types of follow-on uses to which they apply but also because the two types of uses
serve fundamentally different ends.101 Courts applied the transformative character
rubric when a defendant used what was copied to create a new work, one “with a
different new expression, meaning, or message” compared to the earlier work.102

This approach seeks to advance the first legitimate end for which Congress may
enact copyright: the creation of new works of authorship.103 In contrast, courts
applied the transformative purpose rubric when a defendant used what was copied
to expand access to existing works. Uses such as an image search engine or the
Google Books project do not create new works, but they give us new forms of, and
easier, access to existing works. Finding fair use in transformative purpose cases

99 Kelly v. Arriba Soft Corp., 77 F. Supp. 2d 1116, 1116 (C.D. Cal. 1999) (Taylor, J.); Kelly v. Arriba Soft
Corp., 336 F.3d 811, 815 (9th Cir. 2003) (Nelson, J.); see also Kathleen K. Olson, Transforming Fair Use
Online: The Ninth Circuit Productive-Use Analysis of Visual Search Engines, 14 Comm. L. & Pol’y 153,
155 (2009); Caile Morris, Transforming Transformative Use: The Growing Misinterpretation of the Fair Use
Doctrine, 5 Pace Intell. Prop. Sports & Ent. L.F. 10, 18 (2015).

100 The first statutory fair use factor directs a court to consider “the purpose and character of the use.” 17
U.S.C. § 107(1). Although the statute used the word “and,” the Kelly panel implicitly interpreted “and” to
encompass “or”—a longstanding interpretative practice. Kelly, 336 F.3d at 818. See, e.g., United States v.
Fisk, 70 U.S. 445, 447 (1866) (“In the construction of statutes, it is the duty of the court to ascertain the clear
intention of the legislature. In order to do this, courts are often compelled to construe ‘or’ as meaning ‘and,’
and again ‘and’ as meaning ‘or.’”). As a result, that an alleged infringer’s use has either a transformative
character or a transformative purpose is sufficient to weigh in favor of fair use.

101 For earlier scholarship separating transformative use into two categories, see generally Rebecca
Tushnet, Content, Purpose, or Both?, 90 Wash. L. Rev. 869 (2015).

102 Campbell, 510 U.S. at 571.
103 See, e.g., id. at 579 (“Although such transformative use is not absolutely necessary for a finding of

fair use, the goal of copyright, to promote the science and the arts, is generally furthered by the creation of
transformative works.”).
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thus seeks to advance copyright’s second legitimate end: ensuring widespread
dissemination of, and access to, existing works of authorship.104

Yet despite their differences, both the original “transformative character”
aspect and the more recent “transformative purpose” aspect of the transformative
use rubric followed similar trajectories. For both, beginning in the early 2000s,
courts relied on the transformative use label to justify increasingly expansive fair
use outcomes. These decisions reached their apogee in Cariou v. Prince in the
traditional transformative character context105 and in Authors Guild v. Google in
the transformative purpose context.106 Some thought these decisions went too far,
provoking scholarly and judicial responses that questioned and criticized their
approach to fair use.107 This led some courts to embrace a narrower view of
fair use. In decisions such as Andy Warhol Foundation v. Goldsmith, a pair of
decisions involving Dr. Seuss Enterprises, and Fox News v. TVEyes,108 judicial
panels rejected claims of fair use on facts arguably similar to those on which judicial
panels had found fair use just a few years earlier.

Although the reasons for the rejection varies somewhat from decision to
decision, these restrictive fair use decisions tend to focus on the two substantive
concerns that the Second Circuit panel identified in Andy Warhol Foundation: (1)
a textual conacern that overly broad fair use threatens to eviscerate the copyright

104 See, e.g., Eldred v. Ashcroft, 537 U.S. 186, 206 (2003) (upholding the Copyright Term Extension Act of
1998 on the grounds that it is rationally related to the legitimate ends for which Congress may enact copyright
because it “may also provide greater incentive for American and other authors to create and disseminate their
work in the United States.”).

105 Cariou v. Prince, 714 F.3d 694, 707–08 (2d Cir. 2013); see, e.g., TCA Television Corp. v. McCollum,
893 F.3d 168, 181 (2d Cir. 2016) (“Insofar as Cariou might be thought to represent the high-water mark of
our court’s recognition of transformative works, it has drawn some criticism.”).

106 Authors Guild v. Google, Inc., 804 F.3d 202, 214 (2d Cir. 2015).
107 See, e.g., Melville Nimmer, Nimmer on Copyright § 13.05[B][6], at 13.224.20 (“It would seem that

the pendulum has swung too fat in the direction of recognizing any alteration as transformative, such that this
doctrine now threatens to swallow fair use.”); Kienitz v. Sconnie Nation, 766 F.3d 756, 758 (7th Cir. 2014)
(“We’re skeptical of Cariou’s approach, because asking exclusively whether something is ‘transformative’
not only replaces the list in § 107 but also could override 17 U.S.C. § 106(2), which protects derivative
works.”).

108 See Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 11 F.4th 26, 33–35, 52 (2d Cir. 2021),
aff’d, 598 U.S. 508 (2023); Dr. Seuss Enters., L.P. v. ComicMix LLC, 983 F.3d 443, 448–50, 461 (9th Cir.
2020), cert. denied, 141 S. Ct. 2803 (2021); Dr. Seuss Enters., L.P. v. Penguin Books USA, Inc., 109 F.3d
1394, 1396–97, 1403 (9th Cir. 1997); Fox News Networks, LLC. v. TVEyes, Inc., 883 F.3d 169, 174–75,
180–81 (2d Cir. 2018).
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owner’s exclusive rights generally and the derivative work right specifically; and
(2) an instrumental concern that overly broad fair use might reduce the incentives
for original authorship.109 The first concern leads panels to narrow subtly or to
reject outright the application of the transformative use rubric outside the specific
fact pattern the Court addressed in Campbell. The second concern leads panels to
weigh the fourth factor heavily against fair use if there was any chance that the use,
if found infringing, could become a possible source of licensing revenue. They
would weigh such a possibility heavily against fair use almost without regard to
how unexpected or remote that possibility was.

In the next section, we turn to the Court’s decision in Andy Warhol Foundation
v. Goldsmith as an illustration of this restrictive fair use trend and critically re-
examine the proffered textual and instrumental justifications for narrowing fair use.

II
A Critical Re-examination of Narrowing Fair Use

Although the dispute just came before the Court last year, the foundations for
the Andy Warhol Foundation v. Goldsmith litigation were laid forty years ago, back
in 1981. At that time, Prince Rogers Nelson—or as he became commonly known,
Prince—was just starting his musical career, and Newsweek hired Lynn Goldsmith
to take photographs of him.110 Among other photographs, Goldsmith took a black-
and-white frontal portrait of Prince.111 Three years later, in 1984, Prince had
released his album Purple Rain and had become a pop culture icon.112 Condé Nast
wanted to run a story on Prince in Vanity Fair and paid Goldsmith a $400 license fee
to use the black-and-white photograph as an artist’s reference.113 Unbeknownst to
Goldsmith, Condé Nast hired Andy Warhol as the artist who would use Goldsmith’s
photograph to create the artwork to accompany the Prince story, and Warhol did
so.114 The article ran in Vanity Fair and Warhol’s Purple Prince accompanied

109 Goldsmith, 11 F.4th at 39, 50.
110 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 382 F. Supp. 3d 312, 318 (S.D.N.Y. 2019),

rev’d, 11 F.4th 26 (2d Cir. 2021), aff’d, 598 U.S. 508 (2023).
111 Id.
112 Twila L. Perry, Conscious and Strategic Representations of Race: Prince, Music, Black Lives, and

Representation, 27 S.C. Interdisc. L.J. 549, 550 (2018).
113 Id.
114 Id.
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it.115 For thirty-two years, nothing further happened. But then, in 2016, Prince
died of an accidental fentanyl overdose.116 Condé Nast decided to do an issue
commemorating Prince’s life and so approached the Andy Warhol Foundation to
use Purple Prince once again.117 However, Warhol had actually created sixteen
different Prince works based upon Goldsmith’s photograph (known collectively
as “the Prince series”).118 After learning that the Andy Warhol Foundation had
additional images from the Prince series, Condé Nast obtained a license for a
different Prince series image, Orange Prince, and ultimately used the image for
the commemorative issue’s cover.119 When Goldsmith learned of the use, copyright
litigation ensued.120

On cross motions for summary judgment, the district court held that each of
the sixteen art works in Warhol’s Prince series was transformative.121 Applying the
standard the Court had established in Campbell, the district court asked not whether
the work was solely or primarily transformative, but whether a transformative
character “may reasonably be perceived.”122 The district court also applied the
standard for transformative use that the Campbell Court had established: “The
central purpose of this investigation is to determine ‘whether the new work merely
supersede[s] the objects of the original creation or instead adds something new,
with a further purpose or different character, altering the first with new expression,
meaning, or message.’”123 The district court noted the specific alterations Warhol
made to the earlier photograph, and based upon those alterations, concluded:

These alterations result in an aesthetic and character different from
the original. The Prince Series works can reasonably be perceived to

115 Id.
116 Id. at 321; John Eligon & Serge F. Kovaleski, Prince Died From Accidental Overdose

of Opioid Painkiller, N.Y. Times (June 2, 2016), https://www.nytimes.com/2016/06/03/arts/music/
prince-death-overdose-fentanyl.html [https://perma.cc/ZQG6-BCP7].

117 Id. Andy Warhol himself had died in 1987, and the Andy Warhol Foundation became the owner of the
Prince Series. Id. at 320.

118 Id. at 319.
119 Id. at 321.
120 Id. at 321–22.
121 Id. at 326.
122 Id.; Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 582 (1994) (“The threshold question when fair

use is raised in defense of parody is whether a parodic character may reasonably be perceived.”).
123 Id. at 325 (quoting Campbell, 510 U.S. at 579 (citations and quotation marks omitted) (alteration in

original)).

https://www.nytimes.com/2016/06/03/arts/music/prince-death-overdose-fentanyl.html
https://www.nytimes.com/2016/06/03/arts/music/prince-death-overdose-fentanyl.html
https://perma.cc/ZQG6-BCP7
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have transformed Prince from a vulnerable, uncomfortable person to an
iconic, larger-than-life figure.124

After ruling that Warhol’s Prince series was transformative, the court concluded
that Warhol’s series was a fair, and hence non-infringing, use.125

On appeal, the Second Circuit reversed.126 Although the appellate panel
acknowledged that the Warhol Prince series embodied a different aesthetic
from Goldsmith’s photograph, the panel held that Warhol’s use was not
transformative.127 Following the lead of earlier decisions questioning the
transformative use rubric, the Warhol panel, first, worried that an overbroad fair
use doctrine would undermine the derivative work right generally128 and the
right to control the making of a film from a novel specifically.129 Second, the
panel also held that Warhol’s use, despite the admittedly different aesthetics,
served the same purpose, at least, at a sufficiently high level of generality.130

Both Goldsmith’s photograph and Warhol’s silkscreens “are portraits of the same
person.”131 Third, the panel emphasized that Warhol’s use was commercial.132

Although the panel acknowledged that the Court itself in Campbell had rejected the
presumption that the Sony decision had seemingly endorsed—that a commercial
use is presumptively unfair133—the panel nevertheless seemed to embrace such a
presumption.134 For these three reasons, the panel held that the first statutory fair

124 Id. at 326.
125 Id. at 326, 331.
126 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 11 F.4th 26, 54 (2d Cir. 2021), aff’d, 598

U.S. 508 (2023).
127 Id. at 42 (“With this clarification, viewing the works side-by-side, we conclude that the Prince Series

is not ‘transformative’ within the meaning of the first factor.”).
128 Id. at 39 (noting that “an overly liberal standard of transformativeness, such as that employed by the

district court in this case, risks crowding out statutory protections for derivative works.”).
129 Id. at 39–40, 42.
130 Id. at 40.
131 Id. at 42.
132 Id. at 44–45.
133 Sony Corp. v. Universal City Studios, Inc., 464 U.S. 417, 449 (1984) (“If the Betamax were used to

make copies for a commercial or profit-making purpose, such use would presumptively be unfair.”).
134 Goldsmith, 11 F.4th at 44–45 (“[N]either can we conclude that Warhol and AWF are entitled to monetize

it without paying Goldsmith the “customary price” for the rights to her work, even if that monetization
is used for the benefit of the public.”). As a legal scholar, I have noticed a trend for courts to offer
unpersuasive reasoning in a negative or even double negative phrasing, as the Warhol panel does here
(“neither,” “without”). I am not sure if this is an attempt “to hide the ball” or “to soften the blow.” But if
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use factor weighed against Warhol’s use being fair. Based upon that conclusion and
its review of the other fair statutory use factors,135 the panel held that Warhol’s use
was unfair as a matter of law.136

The Foundation petitioned for certiorari and asked the Court to decide a
single question:

Whether a work of art is “transformative” when it conveys a different
meaning or message from its source material (as this Court, the Ninth
Circuit, and other courts of appeals have held), or whether a court is
forbidden from considering the meaning of the accused work where it
“recognizably deriv[es] from” its source material (as the Second Circuit
has held).137

After granting certiorari, the Court refused to answer the question
presented–whether Orange Prince was transformative as a new work of art.
Instead, the Court answered a different one: Whether the licensing of Orange
Prince for a magazine cover of a commemorative issue about Prince was a
transformative use.138

As it often does, the question’s framing dictated the Court’s answer. The
Court adopted a mechanical three-question checklist to determine that the specific
use of Orange Prince at issue was unfair under the first fair use factor. The
first question was whether Orange Prince, when used as a magazine cover for
a story about Prince, served the same purpose, broadly defined, as Goldsmith’s
photograph. The second was whether the use at issue was commercial. The third
was whether Warhol had a particularly compelling justification for his copying in
that he was criticizing, parodying, or commenting on the Goldsmith photograph.139

something is not persuasive when phrased affirmatively, then it will remain unpersuasive when written in
this negative or backward phrasing. All this sort of negative phrasing accomplishes is to make the court’s
holding difficult to understand.

135 17 U.S.C. § 107.
136 Goldsmith, 11 F.4th at 32.
137 Petition for a Writ of Certiorari at i, Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598

U.S. 508 (2023) (No. 21-869).
138 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 511 (“The fair use provision,

and the first factor in particular, requires an analysis of the specific ‘use’ of a copyrighted work that is alleged
to be ‘an infringement.’”).

139 While the Court purports that a valid justification comes down to whether the work “furthers the goal
of copyright, namely, to promote the progress of science and the arts, without diminishing the incentive
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Working through this checklist, the Court held that Orange Prince served the
same purpose, broadly defined, as Goldsmith’s photograph.140 Both works depict
Prince. The Court also held that the Foundation’s use was commercial.141 Condé
Nast paid the Foundation a licensing fee to use Orange Prince as the cover of
the commemorative magazine issue. Finally, the Court held that Warhol did not
have a compelling justification for the copying.142 Orange Prince did not parody,
comment on, or criticize Goldsmith’s photograph. Having mechanically worked
through its checklist, the Court concluded that each item weighed against fair use
and held accordingly.143

In adopting a checklist approach, the Court relied on an ad hoc mixture
of interpretative approaches. First, from a realist perspective, it insisted that
substitution is copyright’s “bête noire.”144 Reframing the analysis from Warhol’s
works themselves, as set forth in the original question presented, to the licensing
of Orange Prince for use on the cover of a magazine commemorating Prince’s
life enabled the Court to offer, at least, the pretense that for that use specifically,
Warhol’s Orange Prince was a substitute for Goldsmith’s photograph.145 Second,
from a textualist perspective, the Court undermined the transformative use rubric
generally by noting that the word “transform” is not included in the statutory text
of fair use, but is included in the statutory text defining a derivative work.146 From
a textual perspective, relying on the same word “transform” to identify a use as

to create,” id. at 531, it ultimately reduces the persuasive justification to parody or “other commentary or
criticism that targets an original work . . . .” Id. at 532.

140 Id. at 550 (concluding the two works “share substantially the same purpose”).
141 Id. (“[The Foundation’s] use is of a commercial nature.”).
142 It is interesting that the Court insisted we must focus not on the copying to create Orange Prince

generally, but on the use of Orange Prince on the magazine cover specifically in analyzing the first fair use
factor. Yet, the Court’s pretense on this issue slips a bit when it comes to whether Prince had a compelling
justification for the copying. The Court does not insist that the Foundation must show that Orange Prince on
a magazine cover specifically criticized, commented on, or parodied Goldsmith’s photograph, but whether
Orange Prince did so at all.

143 Goldsmith, 598 U.S. at 550.
144 Id. at 528.
145 Id. at 536 (“[The Foundation’s] licensing of the Orange Prince image thus ‘supersede[d] the

objects,’ . . . i.e., shared the objectives, of Goldsmith’s photograph, even if the two were not perfect
substitutes.” (quoting Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1994))).

146 Id. at 529 (“‘That is important because the word ‘transform,’ though not included in § 107, appears
elsewhere in the Copyright Act. The statute defines derivative works, which the copyright owner has ‘the
exclusive righ[t]’ to prepare, § 106(2), to include ‘any other form in which a work may be recast, transformed,
or adapted,’ § 101.”).
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non-infringing, as part of the definition of fair use, fatally conflicts, or so the Court
seemed to suggest, with Congress’s use of the same word to identify a use as an
infringing derivative work. Third, from a purposivist perspective, finding Warhol’s
use to be fair would require the Court to find many films based upon novels to be fair
as well. It might also allow thousands of follow-on creative works to flourish.147

This apparently is a bad thing because it would frustrate Congress’s intent to grant
the copyright owners of novels the exclusive right to control the making of their
novels into films specifically, and the intent to grant copyright owners a broad
derivative work right generally.148 Fourth, the Goldsmith Court insisted that its
own precedent mandated the Court’s outcome.

As stated in the introduction, however, the Court’s reasoning on each of
these approaches is flawed. The following sections discuss the flaws in the Court’s
reasoning for each approach.

A. Realism without Reality

The Court’s realism is unrealistic. From a realist’s perspective, the Court’s
analysis gets off to a great start. The Court correctly identified substitution as
copyright’s “bête noire.”149 From the outset, copyright’s purpose has been to
address the risk of market failure that arises from the sale of unauthorized, and
hence, lower priced copies of a book. As the Stationers Company long ago
articulated, without copyright, a second printer will offer unauthorized copies of
the same book for less. Consumers will buy the lower priced unauthorized copies
instead of the higher priced authorized copies.150 As a result, the first printer will
not recoup its investment. Foreseeing that result, the first printer will not publish
the authorized copies in the first place. Unless copyright intervenes, these copying

147 See id. at 546 (“To hold otherwise would potentially authorize a range of commercial copying of
photographs, to be used for purposes that are substantially the same as those of the originals. As long as
the user somehow portrays the subject of the photograph differently, he could make modest alterations to the
original, sell it to an outlet to accompany a story about the subject, and claim transformative use.”).

148 Id. at 529 (“But an overbroad concept of transformative use, one that includes any further purpose, or
any different character, would narrow the copyright owner’s exclusive right to create derivative works. To
preserve that right, the degree of transformation required to make “transformative” use of an original must
go beyond that required to qualify as a derivative.”).

149 Id. at 528.
150 Stationers’ Company, A Transcript of the Registers of the Company of Stationers of London:

1554-1640 A.D. 805 (Edward Arber, ed., 2nd ed. 1875) (1586 petition to the Star Chamber to renew privileges
in books).
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competitors will cause the book market to fail. Without copyright, many books that
society values will go unauthored and unpublished.

For that risk of market failure to be realized, however, it is not enough that
two works generally serve the same purpose. By that definition, 2 Live Crew’s
version of Pretty Woman would not be transformative because it serves the same
general purpose—listening pleasure—as the Roy Orbison original, Oh, Pretty
Woman. For competitive substitution to occur and the risk of market failure to
be realized, a second work must be so similar to the first that, given a small, but
non-transitory price increase on the first, a consumer will actually switch to the
second.151 By that standard, 2 Live Crew’s Pretty Woman and Roy Orbsion’s Oh,
Pretty Woman are not substitutes.152 No ordinarily prudent consumer, looking for
the Roy Orbison version, would buy the 2 Live Crew instead. But by that standard,
Orange Prince and Goldsmith’s black-and-white photograph are not substitutes
either. Indeed, by that standard, Orange Prince and Goldsmith’s photo are not
substitutes even if we focus on the specific licensing of the Warhol work for Condé
Nast’s commemorative magazine cover, as the Court insisted we must.153

Even the Goldsmith Court is careful never to state outright that Orange
Prince and Goldsmith’s black-and-white photo are substitutes. Instead, the Court
approaches the issue in a backhanded way and merely asserts that the two works
“shared the [same] objectives, even if the two are not perfect substitutes.”154 But
to say that two products are not perfect substitutes is to say nothing at all, at least
outside the realm of economic theory. And the Goldsmith Court’s approach to
defining this issue—do the two works serve the same purpose broadly defined—is
not likely to differentiate competitive substitutes that may pose a risk of market
failure, from everything else. For example, using the Court’s approach, one might
conclude that salt supersedes the demand and hence serves as a substitute for
pepper, at least when both are used to season food. Just like Warhol’s print and
Goldsmith’s photo, while salt and pepper are not perfect substitutes, both serve the
same purpose for that specific use—to season food. Just like Warhol’s print and

151 See U.S. Dep’t of Justice & Fed. Trade Comm’n, Horizontal Merger Guidelines § 1.11 (1992); Glynn
S. Lunney, Jr., Trademark Monopolies, 48 Emory L.J. 367, 424–26 (1999) (using the test to show that even
Coke and Pepsi are not competitive substitutes).

152 See Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 591 (1994).
153 Goldsmith, 598 U.S. at 534.
154 Id. at 536.



2024] TRANSFORMING FAIR USE 197

Goldsmith’s photo, both salt and pepper are sold commercially and thus vie for the
same consumer dollars. Therefore, salt supersedes the purpose of pepper, and thus,
salt is a substitute for pepper—or so the Goldsmith Court’s reasoning would lead
one to conclude.

Yet, that conclusion is nonsense, and the reasoning by which the Court
reached it misses the point entirely. Even though salt and pepper are used for
the same purpose, they have different flavor and texture profiles and are therefore
not substitutes.155 More likely, even when both are used to season food, they are
unrelated goods.156 As a result, the introduction of pepper into a marketplace,
where formerly only salt was available, does not lead to market failure. To
the contrary, enabling consumers to choose, against the backdrop of a budget
constraint, whether to buy salt or pepper, and if so, how much of each, is
precisely how markets ensure a Pareto optimal allocation of resources. It allows
each consumer to maximize their utility by making purchases that reflect their
preferences subject to their budget constraint. That is not market failure but market
success. The substitution that has long been the bête noire of copyright is the
competitive substitution of copies that both: (i) duplicate the appeal of the original
so closely that consumers will buy them instead of the original; and (ii) do so at a
lower price because they were copied. Only when both conditions are satisfied does
a risk of market failure arise that would justify government intervention, such as
copyright. Even if “the two are not perfect substitutes,” neither salt and pepper, nor
Warhol’s print and Goldsmith’s photo, pose such a risk of market failure. Orange
Prince neither duplicates the appeal of Goldsmith’s preexisting photo so closely
that consumers will substitute one for the other nor was Orange Prince available
at a lower licensing fee because of copying.157

Moreover, as the Court expressly recognized in Google and Campbell,
whether two products are substitutes is ultimately a factual issue. In both Google

155 Economically, two goods are substitutes when a reduction in the price for one of the goods reduces
demand for the other.

156 Economically, two goods are unrelated when a reduction in the price for one of the goods neither
increases nor decreases demand for the other.

157 Even the Goldsmith Court illustrates its substitution point by placing the commemorative issue bearing
Orange Prince on its to the cover photographs of three other magazine covers commemorating Prince’s
death. See Goldsmith, 598 U.S. at 521. None of those other three commemorative issues use Goldsmith’s
“plain Jane” black-and-white photo. All pose Prince far more dramatically than Goldsmith’s black-and-white
photograph.
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and Campbell, the Court addressed this issue under the fourth fair use factor, the
effect of the use “upon the market for or potential value of the copyrighted work,”
rather than under the first factor, “the purpose and character of the use.”158 Yet,
whether addressed under the first fair use factor or the fourth, the question of
whether if one of the Warhol works had not been available or if the licensing fee for
using Orange Prince had been just a little higher, Condé Nast would have used the
Goldsmith photograph instead, remains factual, not legal.159 It cannot ordinarily
be resolved on summary judgment.160

More importantly, however, the emphasis on substitution feels, in part,
like an anachronistic throwback, and, in part, like an intentional misdirect. As
historical anachronism, the Court’s test under the first fair use factor, asking
whether the defendant’s use “‘supersede[s] the objects’ of the original creation”
or “‘supplant[s]’ the original,” traces back to Justice Story’s opinion in Folsom v.
Marsh in 1841.161 However, in 1841, the copyright act then in force provided no
derivative work right at all.162 The 1831 Copyright Act gave the copyright owner
“the sole right and liberty of printing, reprinting, publishing and vending such
map, chart, book or books.”163 No dramatization right. No translation right.164 No
abridgement right. At that time, competitive substitution was not merely something
copyright particularly disliked—the bête noire of copyright, as it were—but was
copyright’s sole focus and defined the full extent of the copyright owner’s exclusive
rights.

158 107 U.S.C. § 107; see Google LLC v. Oracle Am., Inc., 141 S.Ct. 1183, 1206–08 (2021); Campbell v.
Acuff-Rose Music, Inc., 510 U.S. 569, 590–94 (1994).

159 As I have shown elsewhere, even a paperback version and an electronic copy of the same novel do
not serve as competitive substitutes under this standard. See Glynn S. Lunney, Jr., The Copyright Tax, 68 J.
Copyright Soc’y 117 (2021); see also Glynn S. Lunney, Jr., Trademark Monopolies, 48 Emory L.J. 367,
424 (1999) (showing that Coke and Pepsi are not competitive substitutes under a proper approach to market
definition).

160 See Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 593–94 (1994) (denying summary judgment in
the absence of evidence on whether 2 Live Crew’s rap parody interfered with the market for an authorized
rap derivative).

161 Goldsmith, 598 U.S. at 528 (quoting Campbell, 510 U.S. at 579); Folsom v. Marsh, 9 F. Cas. 342, 348
(C.C.D. Mass. 1841).

162 Act of February 3, 1831, ch. 16, § 1, 4 Stat. 436, 436 (1831).
163 Id.
164 See Stowe v. Thomas, 23 F. Cas. 201, 206–07 (E.D. Pa. 1853) (finding that a translation of an original

work is not an infringing use because it does not result in a copy of the original within the meaning of the
statute).
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But that is no longer true. Beginning in 1870 with congressional recognition
of the translation right,165 copyright has expanded its focus beyond competitive
substitution to encompass the opportunity to license an original work for uses that
are not competitive substitutes. A film based upon a novel, for example, increases
on average sales of the underlying novel, and is thus a complement, not a substitute.
Yet, as the Goldsmith Court itself recognized, the Copyright Act today grants
the copyright owner in a novel the exclusive right to make such a film.166 While
competitive substitution remains a central concern of copyright, it does not define
its limits, as it did in 1841. So, the question becomes, why the pretense? Given the
express statutory recognition of the derivative work right, why bother pretending
that Orange Prince is a competitive substitute for Goldsmith’s black-and-white
photo? There was no evidence in the record that the use of Orange Prince for the
magazine cover cost Goldsmith a sale, in the sense that but-for Orange Prince,
Goldsmith’s black-and-white photo would have been used instead. But it may have
cost her a “lost opportunity to license,” as I have used that phrase previously.167

Today, that should be enough, and yet, it is not the Court’s focus.

For me, this is where the feeling that the Court’s emphasis on substitution
is an intentional misdirect arises. Focusing on substitution enables the Court to
distinguish its fair use holding in Google v. Oracle.168 In Google, the later work,
Android, served as an operating system for smart phones.169 The earlier work,
Java, in contrast, operated in the laptop and desktop markets.170 As a result, the
two served “distinct and different” “environments.”171 Adopting a narrow focus on
substitution allowed the Goldsmith Court to assert, accurately, that Android did not
“supersede the objects” of the original work, Java, on which it was based.172 But

165 Act of July 8, 1870, ch. 230, § 86, 16 Stat. 198 (granting copyright owners the translation right).
166 Goldsmith, 598 U.S. at 541; see 17 U.S.C. § 106(2).
167 See Glynn S. Lunney, Jr., Re-Examining Copyright’s Incentives-Access Paradigm, 49 Vand. L. Rev.

483, 546 n.246 (1996).
168 See Goldsmith, 598 U.S. at 535–36 (distinguishing Google LLC v. Oracle America, Inc., 141 S. Ct.

1183 (2021)).
169 Google, 141 S. Ct. at 1203 (“Here Google’s use of the Sun Java API seeks to create new products. It

seeks to expand the use and usefulness of Android-based smartphones.”).
170 Id. at 1206 (“The jury heard ample evidence that Java SE’s primary market was laptops and desktops.”).
171 Id. at 1203.
172 Goldsmith, 598 U.S. at 543 n.18 (describing how since the Google Court relied on the “distinct and

different” environments of the two works in finding fair use, the Court’s finding of fair use in Google and
no fair use in Goldsmith can be reconciled); see also id. at 535–36 (describing how Andy Warhol’s Orange
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that begs the question whether Android superseded the objects of a licensed Java
derivative designed for the smartphone market. The Google Court addressed that
issue directly, ruling under the fourth fair use factor that a jury could permissibly
find that “Android did not harm the actual or potential markets for Java SE.”173

Thus, the Goldsmith Court’s insistence that substitution is the focus of the
inquiry enabled the Goldsmith Court to dodge two potential impediments to its
desired result. First, it enabled the Goldsmith Court to decide the fair use issue as
a matter of law. Where the Court in both Campbell and Google required factual
evidence on whether the later use affected “the potential market for or value” of
the earlier work, the Goldsmith Court simply offered its own opinion on the issue.
No pesky evidence. No expensive trial. Simple judicial fiat. Second, the focus on
substitution enabled the Court to avoid the need to balance what is likely to be
gained and what is likely to be lost from finding or rejecting the fair use privilege
on the facts presented.

Such balancing is the quintessential heart of any realist approach to fair use.
In Google, the Court addressed this balancing directly. The Google Court began by
acknowledging that:

Google copied portions of the Sun Java API precisely, and it did so in part
for the same reason that Sun created those portions, namely, to enable
programmers to call up implementing programs that would accomplish
particular tasks.174

For the Goldsmith Court, this statement would mark the end of the analysis into
whether the defendant’s use was transformative. But for the Google Court, it marks
the beginning. From that starting point, the Google Court goes on: Android is a new
program; it expands the utility of Android-based smartphones; it offers a “highly
creative and innovative tool” for smartphones.175 In short, Google used what it
copied “to create a new platform that could be readily used by programmers.”176

For the Google Court, that made Google’s verbatim copying of 11,500 lines of Java

Prince image indeed shared the objectives, or “supersede[d] the objects,” of Goldsmith’s photograph, since
the “environments” (or purposes) of the works are not “distinct and different”).

173 Google, 141 S. Ct. at 1206.
174 Id. at 1203.
175 Id.
176 Id.
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code to create Android transformative.177 The copying gave us a new program and
thus, “was consistent with that creative ‘progress’ that is the basic constitutional
objective of copyright itself.”178 As for the other side of the balance—the risk that
a finding of fair use will reduce creative output by undermining incentives—the
Court relied on the jury’s finding of no harm to “the potential market for or value
of” Java.179

In Warhol, no such balancing is evident.180 Despite the self-evident
differences between Orange Prince and the black-and-white photograph, the
Goldsmith Court rejects the argument that these differences establish a
transformative purpose or character:

Although the purpose could be more specifically described as illustrating
a magazine about Prince with a portrait of Prince, one that portrays
Prince somewhat differently from Goldsmith’s photograph (yet has no
critical bearing on her photograph), that degree of difference is not
enough for the first factor to favor AWF, given the specific context and
commercial nature of the use.181

As for why that degree of difference is not enough, the Court explains that if such
a difference in degree were enough, that would allow a thousand creative flowers
to bloom:

To hold otherwise would potentially authorize a range of commercial
copying of photographs, to be used for purposes that are substantially the
same as those of the originals. As long as the user somehow portrays the
subject of the photograph differently, he could make modest alterations
to the original, sell it to an outlet to accompany a story about the subject,
and claim transformative use.182

177 Id. at 1204.
178 Id. at 1203.
179 Id. at 1206.
180 I recognize that Justice Breyer expressly acknowledged the limited reach of the Court’s decision in

Google v. Oracle. See id. at 1206 (“We do not say that these questions are always relevant to the application
of fair use, not even in the world of computer programs.”).

181 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 512 (2023).
182 Id. at 546.
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The Court does not explain exactly why allowing a thousand creative flowers, each
with modest alterations, to bloom is undesirable.183 Just as leaving room for the
substantially similar but different Android operating system did, leaving room for
additional substantially similar but different photographs would seem “consistent
with that creative progress that is the basic constitutional objective of copyright
itself.”184 A thousand creative flowers would seem to allow everyone to find the
exact version that best satisfies their aesthetic and other preferences. Allowing each
consumer to purchase the version that best satisfies their preferences, subject to an
exogenous budget constraint, is the very definition of market success, not market
failure. Instead of explaining why that is not true, the Court merely repeats itself:

Copying might have been helpful to convey a new meaning or message.
It often is. But that does not suffice under the first factor.185

Again, the Court offers no explanation for why copying to convey a new meaning
or message does not suffice. Perhaps, the Court believes the reason is self-evident.
Perhaps, the Court believes that repeating the statement will make it true.

Most likely, however, these assertions reflect a fundamental misunderstanding
as to how markets, particularly those for copyright-protected goods, work. For
example, the Court might be implicitly assuming that licensing for magazine
covers about Prince (the “market”) is a zero-sum game and that each additional
“substantially similar” creative flower reduces the revenue for existing market
participants proportionally. Under those assumptions, Goldsmith’s photograph
might stand to lose directly as copyright allows more and more creative flowers to
bloom. Indeed, under those assumptions, as each additional “substantially similar”
flower enters the market, Goldsmith loses proportionally. At some point, an overly
generous fair use doctrine might allow enough creative flowers to enter the market
that Goldsmith no longer earns enough to cover her persuasion costs and the
market, as a result, fails.

Among other difficulties, this implicit model of the market for copyrighted
works misunderstands how markets operate. If “substantially similar” meant that

183 These sorts of unexplained statements may be what Justice Kagan is referencing in her dissent when she
cautions readers to “ask yourself about the ratio of reasoning to ipse dixit” in the majority opinion. Goldsmith,
598 U.S. at 560–61 n.2 (Kagan, J., dissenting).

184 Google, 141 S. Ct. at 1203.
185 Goldsmith, 598 U.S. at 547.
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two works: (i) were exact copies of each other; (ii) were as indistinguishable as
two grains of rice; and (iii) were otherwise competitive substitutes; the additional
creative flowers may add no value beyond that created by Goldsmith’s photo.
But there is a wide gap between substantially similar and indistinguishable. In
that wide gap, there is plenty of room for differences in aesthetic, meaning, or
message between an earlier and a later work that matter to consumers.186 In the
Goldsmith case, Orange Prince may be substantially similar to Goldsmith’s photo,
for purposes of copyright law, but the two works are not the same. The differences
between them matter in two ways. First, some consumers may prefer Goldsmith’s
photo, while others prefer Orange Prince. As a result, Orange Prince adds value.
Orange Prince may add value by increasing the licensing fees available within
the existing market. For example, the available license fees may increase in that
market from $1,000 to $2,000. Or, more likely, Orange Prince may add value by
creating a new market for licensing a Warhol original depicting Prince. Second,
the differences between the Goldsmith photo and Orange Prince matter because
the differences mean that Orange Prince is not a competitive substitute. The
availability of Orange Prince without a copyright license would not lead to market
failure, but to market success, as consumers choose which work better satisfied
their preferences.

For a realist, there are, in the end, three possibilities that might justify
the Court’s holding that Warhol’s use is insufficiently transformative. First,
the Goldsmith Court could be saying, as the above discussion suggests, that
Orange Prince conveys no new meaning, message, or aesthetic to anyone beyond
Goldsmith’s black-and-white photo. In other words, we, as a society, are no better
off: (i) with Orange Prince and the photo than we would be (ii) with the photo
alone. Second, the Goldsmith Court could be admitting that Orange Prince adds
something new, and thus society is better off with both works than society would
be with the photo alone. Nevertheless, a license is both practicable and readily
available. Society, therefore, has nothing to lose by requiring the Foundation to pay
Goldsmith her pound of flesh for the use of Orange Prince on a magazine cover.

186 As the Court recognized in Bleistein v. Donaldson Lithographing Co., even seemingly small differences
between works may justify giving each their own copyright. 188 U.S. 239, 250 (1903) (“Personality always
contains something unique. It expresses its singularity even in handwriting, and a very modest grade of art
has in it something irreducible, which is one man’s alone.”).
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Or, third, the Goldsmith Court could be saying that, on balance, shifting rents from
Warhol to Goldsmith will lead to more and better original works going forward.

From a realist perspective, however, each of these possibilities has
fundamental flaws. The first possibility—that Warhol’s artwork adds no value to
society—is untrue. The Court acknowledges that we, as a society, are better off with
Warhol’s Prince series than we would be without them.187 And as the Court long
ago recognized, art remains art whether hung on the walls of a museum, or used
commercially as an advertisement for a circus or on the cover of a magazine.188 So
the particular use made should not matter. Moreover, as the Goldsmith Court itself
acknowledges, courts should not be making these sorts of artistic value judgments
“outside of the narrowest and most obvious limits” in any event.189 If Orange
Prince were a mere Xerox copy of Goldsmith’s black-and-white photo, then a court
might be justified in holding, as a matter of law, that Warhol’s copy did not add
value to society through the creation of a new work with a new aesthetic, a new
message, or a new meaning.190 But whatever one thinks about the merit or value

187 See Goldsmith, 598 U.S. at 534 n.10 (acknowledging that if Warhol’s Prince works had been used
for teaching purposes, the case might have come out differently); id. at 557–58 (Gorsuch, J., concurring)
(acknowledging that a museum display of Orange Prince might be fair use).

188 Bleistein, 188 U.S. at 251 (“Again, the act, [even if it limits copyright protection to ‘works connected
with the fine arts,’] does not mean that ordinary posters are not good enough to be considered within its
scope . . . A picture is none the less a picture, and none the less a subject of copyright, that it is used for an
advertisement.”).

189 See Goldsmith, 598 U.S. at 544 (quoting Bleistein, 188 U.S. at 251 (“It would be a dangerous
undertaking for persons trained only to the law to constitute themselves final judges of the worth of pictorial
illustrations, outside of the narrowest and most obvious limits.”)). However, for an example of a case where
a court seems to be saying that society is better off without the later work altogether, see Dr. Seuss Enters.,
L.P. v. Penguin Books USA, Inc., 109 F.3d 1394, 1401 (9th Cir.) (finding a subsequent book that copied the
visual and rhyming style of Dr. Seuss’s The Cat in the Hat to tell the story of the O.J. Simpson murder trial
in a book entitled The Cat NOT in the Hat! was not transformative, cutting against finding fair use), cert.
dismissed, 521 U.S. 1146 (1997).

190 It might still add value by expanding dissemination of, or access to, the Prince image. In Cambridge
University Press v. Patton, the Eleventh Circuit recognized increased dissemination as a constitutional
purpose of copyright but cautioned that a potential fair use will always increase dissemination. 769 F.3d
1232, 1282 (11th Cir. 2014). As a result, the panel suggested that increased dissemination will not prove
helpful to separate “the fair use sheep from the infringing goats.” Id. But this is wrong. While every potential
fair use may increase dissemination, the relevant balance compares how much the use at issue increases
dissemination for any given risk the use may pose to the likelihood that the copyrighted work at issue will be
authored and published.
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of Warhol’s art, I think that we can all agree that Orange Prince is not a mere Xerox
copy of Goldsmith’s black-and-white photo.

The second possibility—that society has nothing to lose by requiring a
license—is also untrue. Society always has something to lose by requiring a license.
Here, a realist must distinguish, as the Court did not, between circumstances where
requiring a license will increase the incentives for authorship and circumstances
where requiring a license will not. The paradigmatic example of the first scenario
is copyright’s prohibition on the unauthorized reproduction of a copyrighted work.
By requiring a license to print copies of a novel, for example, copyright can ensure
a monopoly in the market for those copies.191 Only the authorized copies will be
available. That monopoly will increase the producer surplus associated with those
copies for both the publisher and the author. Copyright thus creates a larger pie for
the publisher and author to share.

Nevertheless, although prohibiting competitive substitution can increase
the incentives for authorship, we should not misunderstand what competitive
substitution of the sort that may lead to market failure requires. Competitive
substitution does not occur merely because a thousand “substantially similar”
flowers bloom, even if each has only “modest alterations.” In recent work, I have
shown that a hardcopy, a paperback copy, and an e-book version of the same novel
are not competitive substitutes for each other.192 While how close two versions of
the same work have to be for competitive substitution is ultimately an empirical
question, it is an empirical question that research has largely answered. For direct
competitive substitution to occur, something like unauthorized file sharing of exact
copies of the same work is necessary. Even that sort of file sharing is not a perfect
substitute193—a reminder of how useless the Court’s use of that characterization
was. But file sharing can and does reduce the sales of authorized copies of, for
example, a song. The file sharing of a digital copy of a song is, thus, a competitive
substitute for the purchase of an authorized copy of that same song. But Orange
Prince is not. In the record before the Court, there was no evidence that but-for

191 See Lunney, supra note 37.
192 Id.
193 If file sharing were a perfect substitution for an authorized purchase, revenue from authorized sales

would have fallen, effectively, to zero—the price of a file shared copy. While revenue from authorized sales
fell sharply in the recording industry after the rise of file sharing, they did not fall to zero.
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the availability of Orange Prince at a lower price, Condé Nast would have used
Goldsmith’s black-and-white photo instead.194

But the Court might say Goldsmith could derive, and did derive, revenue by
licensing Warhol’s use. That’s true, but again, in balancing what society has to
gain and what it has to lose in terms of promoting “the Progress of Science” from
requiring such a license, a realist would again recognize that requiring a license
for such a derivative use will sometimes increase and sometimes decrease the
incentives for authorship. Requiring a license to make a film from a copyrighted
novel, for example, likely increases the incentives for both the novel’s author and
the film’s producer. By requiring a license, copyright ensures that instead of twelve
“motion picture versions” of Harry Potter and the Sorcerer Stone, there will be only
one—at least at any given time. By doing so, copyright ensures a monopoly for
the authorized film. That monopoly will enable the one licensed film producer to
capture more producer surplus than the twelve film producers would have captured,
combined, in a competitive market. More producer surplus means a larger pie, and
hence more revenue, for both the novel’s author and the film producer to share.
Thus, requiring a license for a motion picture version of a novel means more
incentives for both.

However, that is not true in the Goldsmith case. In the Goldsmith case,
requiring a license case will not increase the incentives for authorship. Unlike the
authorized publisher or the authorized motion picture version, the Foundation will
not earn more from Warhol’s artwork by obtaining a license from Goldsmith. The
price of a Warhol original in the market derives not from a license from Goldsmith,
but from Warhol’s own market power and his fame as an artist. Even if a thousand
other artists used the Goldsmith black-and-white photo to create their own works
of art, the value of the Warhol originals would remain unchanged.195 Requiring a
license does not therefore increase the size of the pie associated with the Warhol
Prince series. It simply requires Warhol to share his pie with Goldsmith.

194 If there was conflicting evidence on this issue, summary judgment should have been denied. The case
should be set for trial to permit the parties to introduce evidence on this factual issue.

195 Although we are not able to view directly this counterfactual world, there is a thriving market for
“art reproductions.” These reproductions seek to reproduce as closely as possible, for example, famous
oil paintings, not just as posters, but on a stroke-by-stroke basis using the same materials as the original.
Despite the widespread existence of such art reproductions, the market prices of the famous originals remain
exceedingly high.



2024] TRANSFORMING FAIR USE 207

If forcing that wealth transfer were costless, there would be no associated
efficiency loss. But like most forced wealth transfers, this one is not costless.
To force the wealth transfer, the Court interprets copyright law to require the
Foundation to obtain a license. Negotiating a license imposes transaction costs.
Those transaction costs come out of the producer surplus available. As a result,
forcing Warhol to share reduces, rather than increases, the incentives for authorship.
Some of the incentives that would otherwise go to an artist will now go to
lawyers. Because it reduces the incentives for authorship, requiring a license in
the Goldsmith case cannot address the risk of market failure long thought to
justify copyright. Redistributing wealth from the Foundation to Goldsmith may feel
emotionally satisfying to some, but it does not and cannot promote “the Progress
of Science.”196

In addition, requiring a license also opens the door to a failed licensing
negotiation. Even where: (i) a license is generally practicable because there are only
two parties to the negotiation and the gains from trade far exceed the transaction
costs of negotiating the license; and (ii) the copyright owner is generally willing
to license the use at issue, a license negotiation may still fail. Oracle and Google,
for example, tried to negotiate a license for the creation of Android from Java, but
were unable to agree to terms.197

Thus, under the second possibility, from a realist perspective, concluding that
Warhol was an infringer reduces the incentives for authorship. It also creates a risk
of licensing failure. In the Goldsmith case, society does have something to lose by
requiring a license.

The third possibility—that shifting rents from Warhol to Goldsmith would
somehow increase creative output—would justify the Court’s ruling if true.
Unfortunately, the Court offers no reason to believe it is true. The Court does note
that “licenses, for photographs or derivatives of them, are how photographers like
Goldsmith make a living. They provide an economic incentive to create original
works, which is the goal of copyright.”198 However, as the Court acknowledges,

196 U.S. Const. art. I, § 8, cl. 8.
197 Google LLC v. Oracle Am., Inc., 141 S. Ct. 1183, 1210 (2021) (Thomas, J., dissenting) (“Google sought

a license to use the library in Android, the operating system it was developing for mobile phones.”).
198 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 535 (2023). The Court’s

use of a subordinate “which” clause at the end of the sentence is unfortunate. First, it subordinates the most
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“[t]his copyright case involves not one, but two artists.”199 Even if one believes,
despite the empirical evidence to the contrary,200 that additional revenue for authors
leads to increased creative output, the Court offers no reason to believe that
merely shifting revenue from Warhol to Goldsmith, or from artists like Warhol
to artists like Goldsmith, will increase, on balance, creative output, either in this
case or going forward. Even if the “more-revenue-equals-more-creative-output”
assumption holds, requiring a license in this case would increase Goldsmith’s
creative output at the expense of decreasing Warhol’s, or more generally, increase
the creative output from artists like Goldsmith at the expense of decreasing the
creative output of artists like Warhol going forward. The Court offers no reason
to believe that society would be better off, on balance, from that trade-off. Indeed,
as previously noted, the Court expressly disclaims its authority to make any such
value judgment.201

In short, the Court’s realism is unrealistic. In the Warhol case, more incentives
for Goldsmith necessarily mean less for Warhol. From a realist perspective, there is
no reason to believe that such rent redistribution will increase authorial output, on
balance, or otherwise “promote the Progress of Science.” Realism is not, however,
the sole, or perhaps even primary, interpretative approach the Goldsmith Court
relied on to justify its outcome. The Court also seems to suggest that the statutory
text requires it. To the textual justifications for the Court’s outcome, we now turn.

B. Textualism without Text

The Court’s textual analysis ignores the statutory text. The Court’s principal
textual argument follows the lead of Judge Easterbrook, who is not exactly well-

important point in the sentence. Second and more importantly, it is ambiguous as to what the “which” refers
to. Specifically, is it the “economic incentive” that is copyright’s goal? Or is it the creation of additional
“original works”? Even worse, the Court may be asserting that “an economic incentive” will always and
necessarily lead to more “original works.” Unfortunately, the recording industry’s experience with file sharing
has conclusively disproved any supposed causal link between revenue and the output of original works.

199 Id. at 514.
200 See Glynn Lunney, Copyright’s Excess: Money and Music in the US Recording Industry 80–81

(2018) (demonstrating that music industry creative output did not increase as revenues rose from the 1960s
into the 1990s and did not decrease as revenues fell from 2000 through 2015).

201 See Goldsmith, 598 U.S. at 544 (“A court should not attempt to evaluate the artistic significance of a
particular work.”).
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known for his textualist approach to statutory interpretation.202 In Kienitz v.
Sconnie Nation, Judge Easterbrook, writing for a panel of the Seventh Circuit in
2014, expressed skepticism about transformative use.203 He cautioned that relying
on transformative use to find a use fair seemed to conflict with the statutory
definition of a derivative work, writing:

asking exclusively whether something is “transformative” not only
replaces the list in § 107 but also could override 17 U.S.C. § 106(2),
which protects derivative works. To say that a new use transforms the
work is precisely to say that it is derivative and thus, one might suppose,
protected under § 106(2).204

In Warhol, the Court embraced the same argument:

But Campbell cannot be read to mean that § 107(1) weighs in favor of
any use that adds some new expression, meaning, or message. Otherwise,
“transformative use” would swallow the copyright owner’s exclusive
right to prepare derivative works.205

In particular, both courts point to the word “transformed” in the definition of
a derivative work to undermine transformative use in the fair use analysis and
to confine its potential scope.206 Of course, both courts are right that the word
“transformed” does appear in the statutory definition of a derivative work.207 From
a textualist perspective, there would seem, then, to be a conflict in using the same

202 Judge Easterbrook is about as far from a textualist as one can find. If he relies on the statutory text at
all, it is only because he finds it convenient to undermine some other approach so that he can more readily
replace it with the law-and-economics approach he prefers. See Keinitz v. Sconnie Nation LLC, 766 F.3d 756,
758 (7th Cir. 2014) (“We think it best to stick with the statutory list, of which the most important usually is
the fourth (market effect). We have asked whether the contested use is a complement to the protected work
(allowed) rather than a substitute for it (prohibited).”), cert. denied, 575 U.S. 913 (2015).

203 Id.
204 Id.
205 Goldsmith, 595 U.S. at 541 (discussing Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1994)).

See also id. at 548 (criticizing the dissent for “offer[ing] no theory of the relationship between transformative
uses of original works and derivative works that transform originals”).

206 See id. at 529; Kienitz, 766 F.3d at 758.
207 17 U.S.C. § 101 (defining a “derivative work” as “a work based upon one or more preexisting works,

such as . . . any . . . form in which a work may be recast, transformed, or adapted.” (emphasis added)).
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word to define a use both as infringing, as a derivative work, and as non-infringing,
under fair use.208

However, this supposed conflict is more apparent than real. Properly
interpreted, the word “transform,” when used in the fair use context, carries a
different meaning from the same word when used in the derivative work context.
Indeed, the word “transform” carries precisely the opposite meaning in the two
contexts. For fair use, the Campbell Court defined “transformative” as copying
to create a work with “new expression, meaning, or message.”209 In contrast,
for a derivative work, “transformed” means copying an existing work into a
new language or artistic medium, while retaining the same expression, the same
meaning, and the same message.

Both the Seventh Circuit in Keinitz and the Court in Warhol mistake the
meaning of the root word “transform” in the derivative work context because they
pluck the word “transformed” out of the definition of a derivative work and attempt
to define it in isolation. For a textualist, such an approach is improper. After all,
“transformed” is not the only word Congress used in defining a derivative work.
We should not ignore the rest.210 If we look at the statutory text in its entirety,
Congress defined a derivative work, in relevant part, as:

. . . a work based upon one or more preexisting works, such as
a translation, musical arrangement, dramatization, fictionalization,
motion picture version, sound recording, art reproduction, abridgment,
condensation, or any other form in which a work may be recast,
transformed, or adapted.211

In this statutory definition, the word “transformed” appears as part of a catch-
all phrase at the end of a list of specific examples. As a result, for a
textualist, the principle that the specific defines the general—or in Latin, ejusdem
generis—governs.212 In other words, to define the catch-all phrase “any other form

208 17 U.S.C. § 106(2) (granting the copyright owner the exclusive right “to prepare derivative works”).
209 Campbell, 510 U.S. at 579.
210 United States ex rel. Polansky v. Exec. Health Res., Inc., 599 U.S. 419, 432 (2023) (“‘[E]very clause

and word of a statute’ should have meaning.” (quoting Montclair v. Ramsdell, 107 U.S. 147, 152 (1883))).
211 17 U.S.C. § 101.
212 See Yates v. United States, 574 U.S. 528, 545 (2015) (“[E]jusdem generis . . . counsels: ‘[W]here general

words follow specific words in a statutory enumeration, the general words are [usually] construed to embrace
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in which a work may be . . . transformed,” we must look to the specific examples
listed.

If we look to the specific examples the definition of a derivative work
includes, Orange Prince is not a derivative work. Sure, it might be thought to
be “based upon” the Goldsmith black-and-white photo in some general sense.
It might also be thought to be “any other form in which [the Goldsmith photo]
may be . . . transformed,” again in some general sense. And if “based upon”
and “transformed” were the only words found in the statutory definition, such a
broad and general interpretation of those words might be appropriate. However,
they are not the only words Congress used to define a derivative work. Congress
included not just these general phrases but specific examples to illustrate what the
general phrases mean. For art such as Warhol’s, Congress used the phrase “art
reproduction” to identify the specific type of later works based upon an earlier
work that would be considered derivative works.213 “Art reproduction” is a term
of art and has a very specific meaning. It does not merely refer to a later work that is
based upon, or transforms, an earlier work in some broad or general sense; Rather,
“art reproduction” describes a later work that attempts to duplicate the earlier work
as closely as possible.214 Under that literal meaning, Orange Prince is not an art
reproduction.

Nor is Orange Prince any of the other specific examples in the statutory
text. It is not a translation or a musical arrangement or a dramatization or a
fictionalization or a motion picture version or a sound recording or an abridgment
or a condensation. And because it is none of the specific examples listed, Orange
Prince also does not fall within the general language, whether “based upon” at the
start of the list of examples, or “any other form in which a work may be recast,
transformed, or adapted” at the end of the list. For a textualist, the specific defines
the general.

only objects similar in nature to those objects enumerated by the preceding specific words.’” (quoting Wash.
State Dep’t of Soc. & Health Servs. v. Guardianship Est. of Keffeler, 537 U.S. 371, 384 (2003))).

213 See 17 U.S.C. § 101.
214 See Reproduction, Avant Arte, https://avantarte.com/glossary/reproduction [https://perma.cc/

Q36L-9XT6]. This raises the question whether any art reproduction may also be original. See Bridgeman Art
Libr., Ltd. v. Corel Corp., 25 F.Supp.2d 421, 426–27 (S.D.N.Y. 1998) (finding that “the mere reproduction of
a work of art does not constitute the required originality” for copyrightability under United Kingdom law),
aff’d on reh’g, 36 F. Supp. 2d 191, 199–200 (S.D.N.Y. 1999).

https://avantarte.com/glossary/reproduction
https://perma.cc/Q36L-9XT6
https://perma.cc/Q36L-9XT6
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For a textualist, both the general phrase “based upon” at the start of the list
and the catch-all phrase “[otherwise] transformed” at the end of the list should be
interpreted in the light of the specific examples set forth in the statute. Interpreted
in the light of the specific examples set forth in the statute, both “based upon” and
“any other form in which a work may be . . . transformed” mean based upon or
transformed in the same way as the listed examples are based upon or transform an
earlier work.

When we look at the specific examples, it stands out that they all refer to
later works that copy from an earlier work in order to tell the same story, share
the same aesthetic, convey the same message, albeit in a new language or artistic
medium, as the earlier work. If I take the characters from Romeo and Juliet and put
them in a movie that tells a different story, that is not a “motion picture version”
of Romeo and Juliet. A motion picture version of the play Romeo and Juliet tells
the same story, shares the same aesthetic, and conveys the same message as the
play. Similarly, if I take the characters from Romeo and Juliet and tell a different
story based upon those characters in German, that is not a “translation” of Romeo
and Juliet. A translation of Romeo and Juliet from English to German tells the
same story, shares the same aesthetic, and conveys the same message as the English
original. While some changes are inevitable when a novel is brought to life on the
screen or when an English-language novel is translated, we should not mistake
those incidental changes for the intentional changes we see in Orange Prince. Nor
should we overlook the fact that every one of the specific examples Congress listed
in the statutory definition of a derivative work involves a later work that tells the
same story, shares the same aesthetic, or conveys the same message, albeit in a
different language or artistic medium, as the work they are based upon. Because that
characteristic is common to all the specific examples Congress listed, the phrases
“based upon” and “transformed” should be interpreted to cover additional uses only
if they do likewise. The specific defines the general.215

Thus, put in context and interpreted properly, the word “transformed”
in the derivative work right carries exactly the opposite meaning from the
one the Campbell Court gave “transformative” in the fair use context. Where

215 A similar interpretative principle, words are defined by the company they keep, or, in Latin, noscitur a
sociis, suggests that the phrase “based upon” in the statutory definition of a derivative work should be given
a similarly narrow construction. See Lunney, supra note 37.



2024] TRANSFORMING FAIR USE 213

“transformative” for purposes of fair use means copying to create a new work with
a new meaning, a new message, or a new aesthetic, “transformed” in the derivative
work right means copying to create the same work with the same meaning, the
same message, and the same aesthetic, albeit in a new language or artistic medium.

Rather than interpret the statutory text as written, the Goldsmith Court both
ignores the inconvenient parts of the statutory text and rewrites the statutory
definition. Thus, when the statutory definition of a derivative work does not include
the words “sequel” and “spinoff,” the Court rewrites the text so it does.216 This is
not textualism.

From a textualist perspective, the Goldsmith Court makes other mistakes as
well. For example, the Court acknowledges that the statutory text expressly makes
the derivative work right (and all the other exclusive rights as well) “subject to”
fair use.217 On its face, the phrase “subject to” means that some uses that would
otherwise qualify as infringing derivative works are nonetheless non-infringing
because they are a fair use. The phrase “subject to” also expressly subordinates the
derivative work right to fair use. If the textual phase “subject to” is not plain enough,
the text of the statutory fair use section begins: “Notwithstanding the provisions of
section 106 and 106A, the fair use of a copyrighted work . . . is not an infringement
of copyright.”218 Like the phrase “subject to,” the “notwithstanding” text expressly
defines fair use as non-infringing activity even when it would otherwise fall within
the scope of one of the copyright owner’s exclusive rights— stating directly that
when fair use applies, it trumps the derivative work right. Nevertheless, the Court
rejects the plain meaning of the statutory text and reverses the hierarchy the
statutory text establishes. Instead of following the statutory language, the Court
writes:

216 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 541 (2023) (“Many derivative
works, including musical arrangements, film and stage adaptions, sequels, spinoffs, and others that ‘recast,
transfor[m] or adap[t]’ the original, § 101, add new expression, meaning or message, or provide new
information, new aesthetics, new insights and understandings.”).

217 Id. at 529 (“To be sure, th[e derivative work] right is ‘[s]ubject to’ fair use.” (citing 17 U.S.C. §§ 106,
107)).

218 § 107.
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To preserve [the derivative work] right, the degree of transformation
required to make “transformative” use of an original must go beyond
that required to qualify as a derivative.219

In this sentence, the Court both reverses the hierarchy the statutory text imposes
and renders fair use impotent and irrelevant. Because the statutory text makes the
derivative work right “subject to” fair use, the Court’s role is not to preserve the
derivative work right from fair use. Rather, it is to identify those uses that fall within
the scope of the derivative work right that are nonetheless non-infringing because
they are fair. More problematically, if fair use applies only to a use that “go[es]
beyond” the derivative work right, as the Goldsmith Court suggests,220 then it will
never apply at all. If the use at issue “go[es] beyond” the derivative work right, then
the later work is so far different from the earlier work as to be non-infringing in
any event. At that point, fair use becomes unnecessary.

From a textualist perspective, we see the same “pro-exclusive rights, anti-fair
use” bias in the Court’s willingness, on the one side, but refusal, on the other, to
add to the open-ended language in the text of the Copyright Act. For example,
both the definition of the derivative work and the fair use privilege include open-
ended statutory language.221 In the definition of a derivative work, the statute uses
the open-ended phrase “such as” before the list of examples.222 Similarly, in the
preamble, section 107 offers a list of uses that might qualify as fair use and precedes
the examples with the open-ended words “including” and “such as.”223 In setting
forth the four fair use factors, the statutory text states that an analysis of fair use
“shall include” the four factors.224 Again, the word “include” is open-ended and
expressly leaves room for courts to develop additional factors. In defining “the

219 Goldsmith, 598 U.S. at 529.
220 Id.
221 See 17 U.S.C. § 101 (“The terms ‘including’ and ‘such as’ are illustrative and not limitative.”); id.

(defining a derivative work); § 107 (defining fair use).
222 § 101 (defining a derivative work).
223 § 107 (“[T]he fair use of a copyrighted work, including such use by reproduction in copies or

phonorecords or by any other means specified by that section, for purposes such as criticism, comment,
news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an
infringement of copyright.” (emphasis added)).

224 Id.
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purpose and character of the use” under the first fair use factor, the statutory text is
again open-ended: “including whether such use is of a commercial nature.”225

Such open-ended statutory text gives the Court not complete freedom but at
least some leeway to add to the statutory text. The Court probably went beyond the
permissible bounds of that leeway in its zeal to add “sequels” and “spinoffs” to the
definition of a derivative work.226 But regarding whether the Court went too far in
expanding the derivative work right or not, the Court should presumably have the
same leeway to add to the examples of fair use, to develop additional fair use factors,
and to define what constitutes a fair purpose or character under the first factor of the
fair use analysis. Yet, the Court eschewed any such authority. For example, rather
than balance what the public has to gain and what the public has to lose, generally,
from a defendant’s use, as the Court did in Google v. Oracle, the Goldsmith Court
pretended that the statutory text required a different balance under the first fair use
factor. Because the first fair use factor expressly mentions “commercial nature,”227

the Goldsmith Court insisted that any transformative character or purpose must be
balanced solely against the work’s commercial nature.228 Despite the open-ended
nature of the statutory text defining the first fair use factor, nothing else may be
considered, at least according to the Goldsmith majority. In effect, the same open-
ended statutory text must be interpreted to expand the derivative work right but to
narrow the fair use privilege, according to the Court. Nothing in the statutory text
supports that approach.

Just as realism cannot justify the Court’s decision, neither can textualism.
The statutory text of the Copyright Act does not support the Court’s outcome,
its reasoning, or its approach. That leaves purposivism as the last possible
interpretative approach that might justify the Court’s decision, and to that
interpretative approach we now turn.

225 Id.
226 Goldsmith, 598 U.S. at 541 (noting that sequels and spinoffs are not like the specific examples in the

statutory list in § 107).
227 § 107(1). In defining the “purpose and character” of the use, the first factor also expressly mentions

“nonprofit educational purposes,” but that aspect of the first factor was not relevant to the Goldsmith case.
228 Goldsmith, 598 U.S. at 532–33 (“In sum, the first fair use factor considers whether the use of a

copyrighted work has a further purpose or different character, which is a matter of degree, and the degree of
difference must be balanced against the commercial nature of the use.”).
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C. Purposivism without Purpose

The Court’s purposivism defeats the purpose for which Congress enacted
copyright. Like its principal argument from a textualist perspective, the Court’s
principal purposivist argument also focuses on the risk that an overbroad
interpretation of transformative use in the fair use context will gut the derivative
work right generally and the exclusive right of the copyright owner of a novel
to prepare a film based upon the novel specifically. Here, the argument is not a
realist’s argument that society will be better off, and the Progress of Science better
promoted, if the Court holds Warhol’s use unfair. Nor is it a textualist’s argument
that the text of the Copyright Act requires the Court to hold that Warhol’s use is
unfair because the derivative work right trumps the fair use privilege. As discussed,
the text of the Copyright Act expressly states the opposite: fair use, if present,
trumps the derivative work right. Instead, the argument seems to be that Congress
intended the owner of a copyright in a novel to have the exclusive right to transform
that novel into a motion picture and ruling in favor of Warhol would frustrate that
intent.

Yet, the Court is mistaking a question for an answer. Let us assume that
Congress intended in 1976 to recognize that making a film from a copyrighted
novel was an infringing rather than fair use. The question is whether Congress
intended that placement of the line between infringing and fair use to remain forever
in place no matter how the technology, markets, and economics of creating and
distributing original works of authorship changed. If Congress did so intend, then
the film-from-a-novel example may suggest an answer to the proper placement of
the line between infringing and fair uses, at least in those cases that are similar. But
if Congress did not so intend, then the film-from-a-novel example is not an answer,
but a question to be answered: Have the technology, markets, and economics
associated with such films changed sufficiently such that what was once infringing
should now be fair?

Congress, after all, made the derivative work right, along with every other
right, “subject to” fair use.229 Thus, even a use that would seem to fall squarely
within the scope of one of the exclusive rights—indeed, even a use that was
once the paradigmatic case of infringement—may become fair as the technology,

229 17 U.S.C. §§ 106, 107.
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markets, and economics of creating and distributing original works change.
Consider, for example, the mechanical duplication of an entire copyrighted work.
Such a use falls squarely within the reproduction right.230 Moreover, at one
time, mechanically duplicating a copyrighted work and offering the resulting
unauthorized copy as a competitive substitute for the original at a lower price
represented the paradigmatic case of unfair, infringing use. While such mechanical
copying increased dissemination of an existing work, the use was thought to be
on balance unfair because allowing lower priced substitute copies was thought to
pose an existential threat to authorship. As the Stationers Guild argued in a 1586
petition to the Star Chamber: If a publisher does not have the right to stop such
unauthorized mechanical duplication, “no books at all should be [printed].”231 This
sort of mechanically perfect copy is precisely the use that would seem most likely to
“prejudice the sale, or diminish the profits, or supersede the objects, of the original
work,” as Justice Story wrote in creating and explaining the first fair use factor in
Folsom v. Marsh.232

Yet, even if true, that conclusion is not a truth for all time. It is a function
of the technology for authoring and distributing original works and the associated
economics and markets of a given time. It may be during the analog era and the days
of the printing press that exact duplication of an entire work created a material risk
of market failure. However, exact duplication was not a threat to authorship in the
pre-printing press era, when books were copied by hand. And exact duplication is
not inevitably a threat to authorship today.233 Just as the introduction of the printing

230 § 106(1) (providing the copyright owner exclusive rights “to reproduce the copyrighted work in copies
or phonorecords”).

231 As the Stationers Company argued:

And further if [copyright] be revoked no bookes at all shoulde be prynted, within [a] shorte
tyme, for commonlie the first prynter is at charge for the Author’s paynes, and somme other
suche like extraordinarie cost, where an other that will prynt it after hym, com[es] to the Copie
gratis, and so maie he sell better cheaper than the first prynter, and then the first prynter shall
never [sell] his bookes.

2 A Transcript of the Registers of the Company of Stationers of London: 1554-1640 A.D. at 805
(Edward Arber ed., 1875).

232 Folsom v. Marsh, 9 F.Cas. 342, 348 (C.C.D. Mass. 1841).
233 See, e.g., Sony Corp. of Am. v. Universal City Studios, Inc., 464 U.S. 417, 454–55 (1984) (holding

that duplication of entire work for purposes of time shifting was a fair use); Authors Guild v. Google, Inc.,
804 F.3d 202, 207 (2nd Cir. 2015) (holding that duplication of millions of copyrighted books to create a
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press gave rise to the need for copyright,234 so too, today, new and ongoing changes
in the technology and economics of authorship have shifted and will continue to
shift where the line between fair and unfair uses should fall to optimally balance
copyright’s constitutional purpose. As a result, uses that were once unfair can
become fair as the technology and economics of authorship change. Thus, in Sony
Corp. v. Universal Pictures, the Court held that the mechanical duplication of an
entire work for a consumer’s later viewing—a use that, in Justice Story’s day,
represented the paradigmatic example of an unfair use—had, as the technology
and the associated markets changed, become fair.235 For Justice Story, the relevant
reproduction and distribution technology was the printing press. At that time, only a
competing publisher could make such a use. As a result of the technology available
at that time, allowing such a use raised the specter of lower priced substitute
copies that would deprive the original author and publisher of any return on their
investment. But by the time of Sony, technology had changed. With the Betamax, an
ordinary consumer could make a copy. Together with the change in the associated
markets from a direct charge for access, that is, $9.95 for a copy of the book, to
an indirect charge, that is, watch embedded advertisements, the balance between:
(i) the threat to future creative output and (ii) the potential expansion in access to
existing creative works had shifted in favor of allowing such copying, at least under
some of the circumstances the facts in Sony presented236

Fair use thus allows a court to incorporate flexibility into the Copyright
Act. As the technologies, markets, and economics associated with authorship
change, courts can adjust the boundaries copyright sets between fair and unfair
uses accordingly. Even a use that at one time represented the paradigmatic case of
infringement may become fair as technology changes and the associated economics
of, and markets for, authorship change, as the Sony case itself well illustrates.237

searchable database that revealed snippets was a fair use), cert. denied, 578 U.S. 941 (2016); Sega Enters.
Ltd. v. Accolade, Inc., 977 F.2d 1510, 1514 (9th Cir. 1992) (holding that duplicating entire video game
programs to identify code needed to ensure compatibility was fair use).

234 Sony, 464 U.S. at 430 (“From its beginning, the law of copyright has developed in response to significant
changes in technology. Indeed, it was the invention of a new form of copying equipment—the printing
press—that gave rise to the original need for copyright protection.”).

235 Id. at 454–55.
236 Id.
237 Id. (holding that the mechanical reproduction of entire copyrighted television programs for personal

time-shifting was fair use).
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We should therefore be cautious before enshrining a historical relic, such as the
rule requiring a license before making a movie from a book, as the touchstone for
drawing the line between fair and unfair use for all time.

When we turn to the film-from-a-novel context specifically, the technology,
markets, and economics of such uses have all changed dramatically since 1976. In
particular, the shift from the analog creation and distribution technologies of the
1970s to digital has radically changed the economics of, and associated markets for,
audio-visual works based upon novels. In the analog era, making a film or audio-
visual work for public performance was expensive. Distribution was limited. As
a result, only the privileged few could share their creativity with the public. In
the digital era, the costs of creation have fallen dramatically, and the avenues for
distribution have increased exponentially. Through social media platforms, such
as YouTube, Instagram, Twitch, and TikTok, and with an iPhone in their hand,
anyone can make and share their audiovisual creativity with the world. As of 2022,
on YouTube alone, more than 500 hours of new audiovisual content was added
every minute.238 That is 30,000 hours of new audiovisual content every hour. At
first glance, the risk of market failure in the digital era is not that we may have too
little original content but that we will have too much.

In terms of the balance copyright strives to achieve, digital technologies have
shifted that balance sharply in favor of fair use for two reasons. First, the rise of
digital technologies has sharply reduced the cost of producing and distributing
original works of authorship. The need for copyright to provide an incentive for
such authorship, and as a result, the benefits from copyright’s exclusive rights, have
fallen correspondingly. Second, the rise of digital technologies has also radically
expanded the avenues for building on earlier works. The costs of copyright’s
exclusive rights have thus risen accordingly.

If we focus on filmmaking specifically, during the analog era, filmmaking
exhibited economic characteristics, including high fixed and low marginal costs,
that may have led to natural monopoly even in the absence of copyright. In a natural
monopoly setting, whether copyright protects broadly against unauthorized film
versions of a novel or not, the market itself would only support one such work.

238 Laura Ceci, Hours of video uploaded to YouTube every minute as of February 2022, Statista (Apr.
11, 2024), https://www.statista.com/statistics/259477/hours-of-video-uploaded-to-youtube-every-minute/
[https://perma.cc/946A-8SRA].

https://www.statista.com/statistics/259477/hours-of-video-uploaded-to-youtube-every-minute/
https://perma.cc/946A-8SRA
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In the digital era, that is no longer true. Consider the slew of unauthorized but
professionally produced Sherlock Holmes audio-visual works. After the copyright
on the Sherlock Holmes stories finally expired,239 the public received at least three
English-language, professionally produced film or television works based upon the
novel more or less simultaneously. Robert Downey Jr. starred as the titular character
in a pair of movies, Sherlock Holmes and Sherlock Holmes: A Game of Shadows,
released in 2009 and 2011, respectively.240 Benedict Cumberbatch starred as the
titular character in four seasons of the BBC series, Sherlock, with the first season
released in 2010.241 Jonny Lee Miller starred as the character in the CBS television
series, Elementary, that aired for seven seasons, beginning in 2012.242

It seems self-evident that multiple Sherlock Holmes works better promote
“the Progress of Science” than does just one.243 With several to choose from,
fans can find the version that matches their preferences more perfectly. True
fans can enjoy all three. Copyright should not, after all, seek to achieve creative
monopoly—a single creative work controlled by a single creative voice. After all,
individual tastes and preferences may vary. So your idea of the perfect song and
mine may be quite different. Instead, copyright should expressly encourage creative
competition—different authors presenting their own variations on any given theme.
If courts continue to place the line between fair and infringing uses in the digital
age as they placed it in the analog age, we will have to wait for copyright to expire to
enjoy the full benefits of the creative competition that digital technologies enable.
Recognizing that the introduction of digital technology has changed the economics

239 “Between 1887 and 1927, Sir Arthur Conan Doyle wrote four novels and 56 short stories featuring
the beloved detective Sherlock Holmes. The copyrights for these works expired in the UK and Canada in
1980, were revived there in 1996, and then expired again in 2000.” Brogan Woodburn, Sherlock Holmes
Copyright: An Overview, Red Points: Blog (last updated June 8, 2022), https://www.redpoints.com/blog/
sherlock-copyright/ [https://perma.cc/RAY6-R2MM].

240 Sherlock Holmes (Warner Bros. Pictures 2009); Sherlock Holmes: A Game of Shadows (Warner
Bros. Pictures 2011).

241 Sherlock (BBC television broadcast July 25, 2010).
242 Elementary (CBS television studios Sept. 27, 2012).
243 For an argument that society may be worse off with three professionally produced Sherlock Holmes,

see Michael Abramowicz, A Theory of Copyright’s Derivative Right and Related Doctrines, 90 Minn. L.
Rev. 317 (2005). In so arguing, he builds on the prospect theory approach that Edmund Kitch originally set
forth in the context of patent law. See Edmund Kitch, The Nature and Function of the Patent Sys., 20 J.L. &
Econ. 265, 266 (1977). Others have debunked this approach. See Mark A. Lemley, Ex Ante versus Ex Post
Justifications for Intellectual Property, 71 U. Chi. L. Rev. 129 (2004); John Duffy, Rethinking the Prospect
Theory of Patents, 71 U. Chi. L. Rev. 439 (2004). I will not address it further.

https://www.redpoints.com/blog/sherlock-copyright/
https://www.redpoints.com/blog/sherlock-copyright/
https://perma.cc/RAY6-R2MM
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of authorship—and embracing a more vibrant fair use doctrine and adopting a
correspondingly narrower scope to the reproduction, derivative work and public
performance rights—would allow for more creative competition during a work’s
copyright term.

Even if derivative uses were not inevitably natural monopolies in the analog
era, derivative uses during the analog era were both fewer and generally more
predictable. For example, the predictability that a best-selling novel would be made
into a film allowed licensing revenue from that use to become part of the ex ante
incentives for authors to write best-selling novels. Moreover, in the analog era,
each derivative work had to earn sufficient revenue to cover the already high costs
of analog distribution. As a result, the transaction costs for licensing derivative use
were trivial, relative to the other costs of authoring and distributing a derivative
work, and licensing failure were correspondingly unlikely.

But the rise of digital creation and distribution has changed this, too. In the
digital era, reuses have become both many and unpredictable. Rather than become
an expected part of the ex ante incentives, requiring licenses for follow-on uses
will more likely create unpredictable and unexpected windfalls. Precisely to the
extent that such windfalls are unpredictable and unexpected, they will not serve to
encourage authorship of the earlier work. Moreover, in the digital era, a derivative
work need not earn much, if any, revenue to make its creation and distribution
economically rational. Thus, the risk that the transaction costs of negotiating a
license will exceed the gains in trade, and hence cause licensing failure, rise
accordingly. Failing to adjust the line between fair and unfair uses accordingly to
reflect these differences between the digital and analog eras, makes it less likely
that copyright will strike an appropriate balance between earlier and later authors.

Rather than rely on the novel-to-movie copyright rule as a touchstone to
expand copyright for other types of works, courts should be re-visiting whether,
if tested against a fair balancing of its costs and benefits today, the rule should
continue to exist in our new digital world at all. At the very least, it suggests
that applying an evidentiary-based, case-by-case balancing of whether a finding
of infringement or a finding of fair use would better promote “the Progress of
Science,” courts should not use the novel-to-film rule as a model for expanding
similar protections elsewhere in copyright.
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That is the approach the Court adopted in Google v. Oracle, where the
Court recognized the need to avoid expanding the film-from-a-novel rule into
a general rule for other types of copyrighted works.244 Although the Google
Court acknowledged the broad derivative work right in the novel-to-film context,
it refused to rely on that rule as a touchstone for resolving whether Google’s
copying was fair or unfair.245 In rejecting Oracle’s argument that Google’s use had
harmed the “potential market for or value of” Java, the Court began its analysis
with three facts it believed a jury could find. First, a jury could find that the
copyright owner of Java “was poorly positioned to succeed in the mobile phone
market.”246 Second, a jury could find that the markets in which Java and Android
were marketed—desktops and laptops for Java, smart phones for Android—were
separate and distinct.247 Third, the jury could find that Google’s use of the lines
of code from Java to create Android would benefit Java’s copyright owner “as it
would further expand the network of Java-trained programmers.”248

Yet, all these facts are just as true in the novel-to-film context. First, popular
authors, such as J.K. Rowling, are poorly positioned, and lack the technical skills
and resources, to make their own films based upon their novels. Second, movies
and books are separate markets, just as laptops and mobile smartphones are. And
third, the release of a film based upon a popular novel increases demand for the
novel, by increasing the network of those interested in it and adding to the novel’s
fanbase.249

244 Google LLC v. Oracle Am., Inc., 141 S. Ct. 1183, 1206 (2021) (“Making a film of an author’s book
may similarly mean potential or presumed losses to the copyright owner. Those losses normally conflict with
copyright’s basic objective: providing authors with exclusive rights that will spur creative expression. But a
potential loss of revenue is not the whole story. We here must consider not just the amount but also the source
of the loss . . . Further, we must take into account the public benefits the copying will likely produce.”).

245 Id.
246 Id.
247 Id. at 1207.
248 Id.
249 Curiously, in Kienitz v. Sconnie Nation, Judge Easterbrook rejected the transformative use rubric on

the grounds that it would fail to give proper scope to the derivative work right. 766 F.3d 756, 758 (7th Cir.
2014). Yet, in place of the transformative use rubric, Judge Easterbrook proposed relying on a substitute-
complement line to drive the fair use analysis. Id. (“We have asked whether the contested use is a complement
to the protected work (allowed) rather than a substitute for it (prohibited).”). If courts were to embrace this
substitute versus complements approach, then film versions of a novel would generally become a fair use.
The available empirical evidence establishes that film versions are generally complements to the novel (i.e.,
increase sales of the associated novel), rather than substitutes for it (i.e. decrease sales of the associated
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Despite these similarities, the Google Court refused to extend the broad
derivative work right from the novel-to-film context to computer programs. Of
course, the Court did not address the real differences between licensing Android
and licensing a film. The first difference is that the practice of licensing a film
version of a novel has been so long established and is so predictable that the
expected licensing fees have become a significant and systematic part of the ex ante
incentives for authors to write popular novels. In contrast, in Google v. Oracle, no
such practice was, as yet, established. At the time the original copyright owner,
Sun, wrote Java, Sun had no reason to expect that Google would copy 11,500
lines from Java to build Android. Sun had no reason, therefore, to incorporate the
expectation of any licensing fees from such a use into its cost-benefit analysis of
whether to author and publish the Java computer program at the time that decision
was made. That is true as far as it goes. But the Court’s ruling not only resolved
the dispute between Google and Oracle, it also established a legal rule going
forward. In evaluating that legal rule, the more difficult questions to answer are:
first, whether, had the Court found infringement in Google v. Oracle, such licensing
would become the norm, just as licensing novels to be made into films is the norm
today; and second, if licensing became the norm for computer programs, would
that outcome better promote “the Progress of Science” than a finding of fair use.

Fortunately, the Google Court did not need to answer those more difficult
questions to determine whether requiring a license or finding fair use was more
likely to promote “the Progress of Science” because of the second difference
between licensing Android and licensing a film. As previously discussed, requiring
a license to prepare a motion picture version of a novel tends to ensure exclusivity
for the film in the marketplace. Requiring a license to make such a film thus
generates market power. That increases the producer surplus associated with the
film. Thus, in the film context, requiring a license rather than finding fair use
increases the incentives for both film and underlying novel. That is not true for
Android. The revenue for and surplus associated with Android are not the result of
a license from Oracle. They are the result of Google’s market power and associated
network effects. As in the Goldsmith case, requiring a license would simply require
Google to share some of its surplus with Oracle. Requiring a license would

novel). So, Judge Easterbrook’s proposed alternative is just as likely to override the derivative work right as
the transformative use rubric he criticized.
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thus convert some of the surplus associated with Android into transaction costs.
Requiring a license would thus reduce the incentives for authorship accordingly.

In sum, the Goldsmith Court’s argument that holding Warhol’s use to be
transformative would frustrate Congress’s intent to require a license to make a film
from a novel is unpersuasive for two reasons. First, Congress intentionally made the
exclusive right to make a film based upon a novel as subject to fair use as it made
every other exclusive right. As a result, in an appropriate case, courts will need
to decide whether the technology, markets, and economics of film production and
distribution have changed sufficiently that fair use should cut back on the derivative
work right accordingly. The film-from-a-novel example is not an answer to where
the line between infringing and fair uses lies. It is a question waiting for a suitable
case for courts to answer. Second, there is no need to revisit the scope of the film-
from-a-novel rule in the Goldsmith case. The associated markets for the later use
are simply different. For a film based upon a copyrighted novel, requiring a license
guarantees exclusivity, increases the producer surplus associated with the film, and
thus increases incentives for both film and novel. That is not true for Orange Prince,
and it is not true for Android. Ignoring such material differences only ensures that
the Court will misbalance the interests of earlier and later authors and misplace the
line between fair and unfair uses.

Just as realism and textualism cannot support the Goldsmith Court’s reasoning
or outcome, neither does purposivism. Congress intended the derivative work right
to be “subject to” fair use, just like every other exclusive right.250 Whether making
a film from a copyrighted novel is an infringing use and requires a license is not the
answer to the proper placement of the line between fair and infringing uses. Even
if, at one time for a given technology, such a use represented the paradigmatic case
of copyright infringement, time and technologies change. The question is whether
those changes suggest that a different placement of the fair use line would better
promote “the Progress of Science” today. That leaves the Goldsmith Court’s final
justification: Campbell made us do it.251 To that justification, we now turn.

250 17 U.S.C. §§ 106, 107.
251 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 510 (2023).
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D. Campbell: Mistaken and Misapplied

In insisting that Campbell required its outcome, the Goldsmith Court made
a mistake common to the writings of first-year law students. It mistook dicta
for holding. In particular, the Goldsmith Court relied on Campbell’s distinction
between parody and satire to insist that a new meaning, message, or aesthetic
alone is insufficient to make a work transformative for purposes of the first fair use
factor.252 But satire was not before the Court in Campbell, only parody. As a result,
that distinction is unnecessary to the Campbell Court’s decision. The distinction is
dicta.

Because satire was not before the Court, we should not expect the Court to
have balanced the equities satire implicates as carefully as it balanced the equities
for parody.253 That is one reason to distrust dicta. There are others.254 But the
satire-parody distinction is not just dicta; it is “backhanded” dicta. Whatever the
reasons to distrust dicta generally, backhanded dictum is even less trustworthy.
Backhanded dictum effectively says, “Sorry, Acuff-Rose you lose here. But if only
the use at issue had been satire, you would have won.” Such a statement offers
the Court a chance: (i) to make its analysis seem more reasonable; and (ii) offer
the losing side something. Moreover, it does so at no cost to the Court—it is in
not binding. As a result, through such backhanded dicta, the Court can appear
reasonable and offer each side something without any need to find infringement
based upon the distinction the Court articulates.

252 Goldsmith, 598 U.S. at 510–11 (2023) (“[P]arody has an obvious claim to transformative
value . . . [p]arody needs to mimic an original to make its point, and so has some claim to use the creation of
its victim’s (or collective victims’) imagination, whereas satire can stand on its own two feet and so requires
justification for the very act of borrowing.” (alteration in original) (quoting Campbell v. Acuff-Rose Music,
Inc., 510 U.S. 569, 579, 580–81 (1994)); id. at 511–12 (“Campbell cannot be read to mean that § 107(1)
weighs in favor of any use that adds new expression, meaning, or message . . . The meaning of a secondary
work, as reasonably can be perceived, should be considered to the extent necessary to determine whether the
purpose of the use is distinct from the original.”).

253 See United States v. Teague, 953 F.2d 1525, 1536 (11th Cir. 1992) (en banc) (Edmondson, J.,
concurring) (“[D]icta is inherently unreliable for what a court will do once faced with a question squarely
and once its best thoughts, along with briefs and oral argument, are focused on the precise issue.”); Michael
Sean Quinn, Argument and Authority in Common Law Advocacy and Adjudication: An Irreducible Pluralism
of Principles, 74 Chi.-Kent L. Rev. 655, 710 (1999).

254 See generally Michael C. Dorf, Dicta and Article III, 142 U. Pa. L. Rev. 1997, 1998 (1994).
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Generally, one of the reasons we distrust dicta is that the adversary system
will often be less effective at bringing the critical trade-offs to the Court’s attention.
With backhanded dicta, the adversary system fails entirely. The attorney for 2 Live
Crew, Bruce Rogow, was there to defend the interests of his clients, not satirists.
If it helped his clients win, he was not only perfectly willing to throw satirists and
every other non-parody use under the bus, ethically he was required to do so. And
he did.255

In his brief to the Court and at the outset of his oral argument, Rogow adopted
a broad view of parody.256 Parody, he argued initially:

can poke fun at the original, or it can poke fun at something else using
the original work. There are two aspects of the criticism. One would be
criticism of the original work, the other would be criticism of society
using the original work as a means of conveying that criticism.257

Yet, as soon as Justice O’Connor challenged his initial position as overbroad and
unnecessary to the resolution of the case, Rogow abandoned it:

Justice O’Connor, for this case it is true that the parody in this case only
poked fun at the original. And one could limit this case to just those facts
and that would be quite fine.258

If testing the pros and cons of a given rule in the fires of the adversary crucible is
an essential part of the judicial process, no such testing occurred in Campbell with
respect to whether parody and satire should receive differing treatment under fair
use. As soon as he was challenged on the issue, Rogow made no attempt to explain
why satire should also qualify as a transformative use. As he was ethically required
to do, he abandoned any attempt to defend satire to increase the likelihood of a fair
use holding for his clients.

255 Transcript of Oral Argument at 4–5, Campbell, 510 U.S. 569 (No. 92-1292).
256 Id.; Brief on the Merits for Petitioner at 15, Campbell, 510 U.S. 569 (No. 92-1292). Before the

codification of fair use in the Copyright Act of 1976, courts had recognized that fair use encompassed both
parody and satire. See, e.g., Berlin v. E.C. Publ’ns, Inc., 329 F.2d 541, 545 (2d Cir. 1964) (“For, as a general
proposition, we believe that parody and satire are deserving of substantial freedom—both as entertainment
and as a form of social and literary criticism.”).

257 Transcript of Oral Argument at 4, Campbell, 510 U.S. 569 (No. 92-1292).
258 Id. at 5.
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Because 2 Live Crew’s use presented the question, the Campbell Court could
and did decide that a later work that copies from an earlier work in a way that “can
reasonably be perceived” as parody is transformative.259 But 2 Live Crew’s use was
not satire.260 As their attorney quickly conceded at oral argument, 2 Live Crew’s
song did not use what was copied to comment on or criticize some aspect of society
more generally. As a result, the Campbell Court had no power under Article III to
resolve the question of whether a satiric use was transformative and hence, should
weigh in favor of or against fair use under the first fair use factor.261

The Goldsmith Court could properly rely on Campbell for its holding
that parody, because it comments on the earlier work from which it borrows,
is transformative. The Goldsmith Court could also treat Campbell’s dicta
regarding satire not being transformative as persuasive and follow it. But to
treat that distinction as binding was and is a mistake.262 As I have explained
elsewhere, courts are structurally ill-suited to law-making through the common
law process.263 Adversary testing of the precise question at issue is one of the
judiciary’s very few mechanisms that helps ensure that the common law process
works at all.264 The Goldsmith Court should not have been so quick to abandon
that mechanism by pretending that the Campbell Court had resolved an issue not
before it.

Yet, even if we overlook the holding-dicta distinction, the Goldsmith Court
failed to follow the very rule from Campbell it purports to retain: in evaluating
the purpose of the later work, the test is whether criticism or commentary “can

259 Campbell, 510 U.S. at 583.
260 And in truth, it was not parody either. Campbell and his bandmates were just more amenable than

Warhol to speak the words their attorneys suggested. Surely, that should not be the test for whether a use is
fair.

261 See Dorf, supra note 254.
262 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 542–43 (2023).
263 See Glynn S. Lunney, Jr., Trademark’s Judicial De-Evolution: Why Courts Get Trademark Cases Wrong

Repeatedly, 106 Calif. L. Rev 1195, 1245 (2018) (noting that “Courts can rule only on the cases that come
before them. And while courts have some limited ability to gather information independently, they rely for
the most part on the information that the parties choose to provide them.”).

264 For an example of a court led astray by dicta, see John Wiley & Sons, Inc. v. Kirtsaeng, 654 F.3d
210, 218, 221–22 (2d Cir. 2011) (following dicta from the Court’s decision in Quality King Distribs., Inc. v.
L’Anza Rsch. Int’l, 523 U.S. 135 (1998), to hold that the first sale doctrine did not apply to a copy lawfully
made abroad), rev’d, 568 U.S. 519 (2013) (rejecting its earlier dicta when confronted with the precise issue
and holding that the first sale doctrine does apply to a copy lawfully made abroad).
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reasonably be perceived.”265 As the Goldsmith Court expressly held, Warhol’s
subjective intent does not determine whether Orange Prince had a critical
purpose.266 Instead, whether a critical purpose is present must be determined by
an objective examination of the two works.267

Applying that test to Orange Prince, its criticism of and commentary on
Goldsmith’s photo is immediately apparent. Orange Prince re-frames and re-
colors Goldsmith’s photo.268 In doing so, Orange Prince proclaims loudly and
in unmistakable terms that Goldsmith’s photo is “Boring!”269 By re-framing and
re-coloring the Goldsmith photo,270 Orange Prince exclaims: “A black-and-white
photo exhibiting the garden variety creativity of a high school yearbook photo is
no way to portray a pop icon. Here’s how you portray a pop icon.” The criticism of
and commentary on the Goldsmith photo can readily be perceived by the differing
creative choices Warhol made, just as my students can readily perceive the criticism
and commentary I am making when I provide a model answer. All you have
to do is look at what is different to see what you did wrong. Of course, both
Orange Prince and Goldsmith’s photos still depict Prince. But Goldsmith has no
copyright over Prince himself. Prince’s features are his own. They are not original
to Goldsmith. By making different creative choices on the issues each of them
respectively controls, while still portraying Prince, Orange Prince can reasonably
be perceived to criticize, even ridicule, Goldsmith’s photo.

If the Goldsmith Court could not see the changes Warhol made to Goldsmith’s
creative choices as both critical of and commenting on Goldsmith’s “white-bread
original,”271 it was not really looking.

265 The Goldsmith Court quotes the “can reasonably be perceived” standard only in the context of
discussing the findings of the district court. See Goldsmith, 598 U.S. at 512.

266 Id. at 544 (“Nor does the subjective intent of the user (or the subjective interpretation of a court)
determine the purpose of the use.”).

267 Id. at 512, 545, 549–50.
268 Id. at 522.
269 As the Goldsmith Court acknowledges, all of the magazine covers commemorating Prince’s death used

more dramatic poses of Prince; none used Goldsmith’s black-and-white photograph. Id. at 521.
270 Curiously, in its opinion, the Goldsmith Court asserts: “Orange Prince crops, flattens, traces, and colors

the photo but otherwise does not alter it.” Id. at 522. The Court appears unaware that by cropping, flattening,
and coloring Goldsmith’s photo, Warhol had removed all traces of Goldsmith’s originality in her photo in
creating Orange Prince.

271 Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 582 (1994) (quoting Acuff-Rose Music, Inc. v.
Campbell, 972 F.2d 1429, 1442 (6th Cir. 1992) (Nelson, J., dissenting), rev’d, 510 U.S. 569 (1994)).
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No more than realism, textualism, or purposivism could, deference to its own
precedent cannot support the Goldsmith Court’s reasoning or outcome.

III
Fair Use: The Path Forward

That leaves us with a question, however: Where does fair use go from here?
Whether the Goldsmith decision is right or wrong in its analysis—indeed, even if
the Court just made up its approach—the Goldsmith decision remains the law. But it
is the law only in a particular sense. Judicial power is always limited. Sometimes,
courts acknowledge the limited nature of their power. For example, in Google v.
Oracle, Justice Breyer expressly cautioned that the Court was deciding only the
case before it.272 But such an express statement is unnecessary. That limitation is
inherent in judicial power. Courts always resolve only the parties’ dispute before
them. Nothing more. Courts have neither the competence nor the authority to act
as a legislature.273 Thus, not everything the Goldsmith Court said is binding law
on other parties or in other cases going forward.

Moreover, even I, as troubled as I am by much of what the Goldsmith Court
did, have to concede that the Goldsmith majority was unmistakably right on one
issue: The path forward lies in the statutory language and the Court’s fair use
decisions. Both statutory language and the Court’s previous fair use cases provide
a single guide for fair use going forward: balance. Not the stilted, constrained
balance suggested by the Goldsmith Court—that is, balancing any transformative
purpose or character exclusively against commerciality under the first factor.
Instead, a broad balancing of the competing interests at stake in the placement of
the infringement-fair use line, including balancing the interests of earlier authors
against later authors, of authors against distributors, of authors and distributors
against consumers. In short, the statutory language, the legislative history, and the
Court’s own precedent all require a broad inquiry into whether finding fair use or
infringement in a given case will better promote the “Progress of Science” in the
circumstances presented under all the statutory factors and potentially additional
considerations as well.

272 See Google LLC v. Oracle Am., Inc., 141 S. Ct. 1183, 1206 (2021) (“We do not say that these questions
are always relevant to the application of fair use, not even in the world of computer programs.”).

273 See William W. Bierce, Ltd. v. Hutchins, 205 U.S. 340, 347 (1907) (“[C]ourts are not legislatures and
are not at liberty to invent and apply specific regulations according to their notions of convenience.”).
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The statutory language requires courts to balance what the public has to
gain and what it has to lose in terms of “the Progress of Science” from a court’s
placement of the line between fair and infringing uses. The statutory language does
not define an exclusive set of factors to be mechanically understood and applied. As
previously discussed, the statutory language defining fair use is repeatedly open-
ended. First, in the preamble, it sets forth the types of uses and different purposes
that might qualify as fair use.274 In setting forth these lists, Congress used the word
“including” and the phrase “such as” to expressly make both inclusive and open-
ended, allowing for courts to add to each list when they see fit.275 Second, Congress
stated that a fair use analysis “shall consider” the four fair use factors listed.276

While the word “shall” requires a court to consider the four statutory factors, the
phrase “shall consider” allows the court to consider additional factors in its fair use
analysis as well. Third, and finally, in defining the first fair use factor, the statutory
language provides two examples of the sort of purpose and character that might
weigh for or against fair use. But again, Congress preceded the two examples with
open-ended language—“including.”277 That open-ended language again leaves the
Court free to add to the statutory examples even within a single fair use factor.

Similarly, and as previously discussed, while the statute states four of the
factors a court “shall consider,” the statute does not define those factors or explain
how they are to be weighed against one another. For example, the first factor directs
a court to consider the “purpose and character of the use.” Yet, the statute does not
provide a comprehensive definition of either purpose or character.278 In setting
forth the first factor, the statute does offer two exemplars of a use’s “purpose
and character”: “whether such use is of commercial nature or is for nonprofit
educational purposes.”279 The lack of a definition of these words, along with the

274 17 U.S.C. § 107 (“[T]he fair use of a copyrighted work, including such use by reproduction in copies
or phonorecords or by any other means specified by that section, for purposes such as criticism, comment,
news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an
infringement of copyright.” (emphasis added)).

275 Id.
276 Id. (“In determining whether the use made of a work in any particular case is a fair use the factors to

be considered shall include . . . .” (emphasis added)).
277 17 U.S.C § 107(1) (directing courts to consider “the purpose and character of the use, including whether

such use is of a commercial nature or is for nonprofit educational purposes . . . ” (emphasis added)).
278 See id.
279 Id.
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open-ended nature of the examples given, leaves courts considerable leeway to
define “purpose and character” as appropriate to balance what the public has to
gain and what it has to lose under the specific circumstances presented. Moreover,
the statute provides no guidance on how heavily any given “purpose and character”
shall weigh in the overall analysis.

The statute defines the second factor as “the nature of the copyrighted work,”
and the third as “the amount and substantiality of the portion used in relation to the
copyrighted work as a whole.”280 But again, the statute gives no indication of how
heavily any given nature or amount shall weigh for or against fair use. The statute
expressly leaves those issues for a court to resolve on a case-by-case basis under
the circumstances presented.

The only portions of the statute that are clear and unambiguous with respect
to fair use are those portions defining the relationship between fair use and the
exclusive rights. As discussed, in section 106, the statute expressly states that
the exclusive rights are “subject to” the fair use doctrine.281 In section 107, the
statute expressly states that “the fair use of a copyrighted work . . . is not an
infringement of copyright,” the exclusive rights set forth in sections 106 and 106A
“notwithstanding.”282 This language expressly subordinates the exclusive rights to
the fair use privilege. The language also provides that fair use expressly carves out
uses that would otherwise fall within the literal scope of the exclusive rights and
defines them as non-infringing. But as to whether fair use should be the exception
or the rule, or something in between, the statute does not expressly say. Precisely
how to balance the exclusive rights and fair use so as to appropriately balance the
competing interests at stake, the statute leaves to the courts.

If we look to the legislative history accompanying the enactment of the
Copyright Act of 1976 and the statutory codification of fair use, we find the
same story. Congress did not intend for the statutory codification to “freeze”
the common law development of fair use.283 Nor did it intend to reduce the

280 17 U.S.C § 107(2), (3).
281 17 U.S.C § 106 (“Subject to sections 107 through 122, the owner of copyright under this title has the

exclusive rights to do and to authorize any of the following . . . .”).
282 17 U.S.C. § 107.
283 As the House Report accompanying the enactment of the Copyright Act of 1976 states: “The bill

endorses the purpose and general scope of the judicial doctrine of fair use, but there is no disposition to
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complexities of balancing the interests at stake to a mechanical checklist.284

Instead, Congress provided “a very broad statutory explanation of what fair use
is and some of the criteria applicable to it.”285 Otherwise, Congress intended
to leave “courts . . . free to adapt the doctrine to particular situations on a case-
by-case basis.”286 As for whether fair use should be the rule or the exception,
or something in between, the legislative history suggests something in between.
The House Report accompanying the codification of fair use describes it as “an
equitable rule of reason.”287 Describing fair use as a “rule of reason” suggests
courts need to balance whether a finding of fair use or infringement for the use
at issue will better promote “the Progress of Science,” just as they balance what
the public has to gain and what the public has to lose in terms of competition in
antitrust cases where the “rule of reason” phrase originated.288

freeze the doctrine in the statute, especially during a period of rapid technological change.”H.R. Rep. No.
94-1476, at 66 (1976), as reprinted in 1976 U.S.C.C.A.N. 5659, 5680.

284 The House Report accompanying the enactment of the Copyright Act of 1976 expressly defines fair use
as “an equitable rule of reason.” Id. at 65. The Report further notes that the four statutory factors “provide
some [gau]ge for balancing the equities.” Id. The Report continues:

Beyond a very broad statutory explanation of what fair use is and some of the criteria applicable
to it, the courts must be free to adapt the doctrine to particular situations on a case-by-case basis.
Section 107 is intended to restate the present judicial doctrine of fair use, not to change, narrow,
or enlarge it in any way.

Id. at 66; see also Alan Latman, Fair Use of Copyrighted Works(1958), reprinted as Study No.
14 in Copyright Law Revision Stud. Nos. 14–16, prepared for the Subcomm. on Patents, Trademarks, and
Copyrights of the S. Comm. on the Judiciary, 86th Cong., 2d Sess., at 5 (1960) (describing fair use as “a rule
of reason” that balances the interests of the copyright owner in an earlier work and the interests of a later
author who borrows from the earlier work to create a new one).

285 See H.R. Rep. No. 94-1476, at 66.
286 Id.; see also Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 577 (1994) (“The task is not to

be simplified with bright-line rules, for the statute, like the doctrine it recognizes, calls for case-by-case
analysis.”).

287 See H.R. Rep. No. 94-1476, at 65 (“Although the courts have considered and ruled upon the fair use
doctrine over and over again, no real definition of the concept has ever emerged. Indeed, since the doctrine is
an equitable rule of reason, no generally applicable definition is possible, and each case raising the question
must be decided on its own facts.”).

288 See, e.g., Nat’l Soc’y Pro. Eng’rs v. United States, 435 U.S. 679, 691 (1978) (“From Mr. Justice
Brandeis’ opinion for the Court in Chicago Board of Trade, to the Court opinion written by Mr. Justice
Powell in Continental T. V., Inc., the Court has adhered to the position that the inquiry mandated by the
Rule of Reason is whether the challenged agreement is one that promotes competition or one that suppresses
competition.”).
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When we look to the Court’s previous decisions on fair use, balance is
precisely what the Court has done. It has treated the statutory codification not as
freezing the doctrine in place, nor as setting forth a mechanically-applied checklist,
but as a living common law doctrine by which the Court may balance whether,
in terms of more and better original authorship and its wider dissemination, the
public has more to gain by allowing or prohibiting the use at issue. In its first
case applying the newly codified fair use privilege, the Court in Sony found that
time-shifting constituted fair use.289 Time-shifting is not listed in the preamble
of section 107, and indeed, is quite different from the examples the preamble
lists.290 Nevertheless, the Court found the use fair.291 On balance, the public gained
more from the increased access to existing original works that the Betamax and
time-shifting enabled, than it might lose from the merely speculative losses in
the “potential market for or value of” the copyrighted works at issue.292 In the
second case, Harper & Row Publishers v. Nation Enterprises, the Court found the
Nation’s scooping of excerpts from Gerald Ford’s then unpublished biography to be
an unfair use.293 The defendant’s use at issue was one of the examples listed in the
preamble of section 107—news reporting.294 But the Court, on balance, found that
despite the news-reporting purpose, the public had more to lose from the harm to
the actual market for the biography than it had to gain from the Nation’s use.295 In
striking that balance, the Court was both realistic and flexible. In terms of realism,
the infringement finding in the case did not deprive the public of the Nation’s
thoughts on the Nixon pardon. It simply required the Nation to wait a few more
weeks for the biography and the officially licensed excerpt in Time magazine to

289 See Sony Corp. v. Universal City Studios, Inc., 464 U.S. 417, 454–55 (1984) (holding that duplication
of entire work for purposes of time shifting was a fair use).

290 17 U.S.C. § 107 (“[T]he fair use of a copyrighted work, including such use by reproduction in copies
or phonorecords or by any other means specified by that section, for purposes such as criticism, comment,
news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an
infringement of copyright.”).

291 Sony, 464 U.S. at 454–55.
292 Id. at 450, 454–55.
293 Harper & Row Publishers, Inc. v. Nation Enters., 471 U.S. 539, 540 (1985).
294 § 107 (“[T]he fair use of a copyrighted work, including such use by reproduction in copies or

phonorecords or by any other means specified by that section, for purposes such as criticism, comment,
news reporting, teaching (including multiple copies for classroom use), scholarship, or research, is not an
infringement of copyright.” (emphasis added)).

295 See Harper & Row, 471 U.S. at 568–69.
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be published before it published its own essay.296 In terms of flexibility, the Court
added a consideration to the second fair use factor, whether the plaintiff’s work
was unpublished or published,297 and rewrote the third fair use factor to focus on
the “amount and substantiality of the portion used” in relation to the defendant’s
work,298 rather than in relation to the plaintiff’s work, as the statute provides.299

Then, in Campbell, as previously discussed, the Court added transformative
use to the first fair use factor.300 Holding 2 Live Crew’s song to be transformative
meant the public had something to gain, that is, a new song, from allowing the
use. But that was not the end of the issue. The Campbell Court did not hold that
the use was fair because it was transformative. Instead, it remanded to allow the
defendants to present evidence on whether 2 Live Crew’s version interfered with
the potential market for a licensed derivative.301 If it did, presumably the trial court
would need to balance the transformative character of the song against that harm
to the potential market for Orbison’s original.

Although some may want to confine its relevance to computer programs, as if
Congress drafted a different derivative work right or fair use privilege for computer
programs specifically, the Court’s decision in Google v. Oracle reflects the same
balancing. Google’s copying gave the public a new, original work of authorship:
Android.302 Finding that copying to be fair use, rather than an infringing derivative
work, ensured the public broad and ready access to Android. And it did so without
undue harm to “the potential market for or value of” Java.303

The statutory text, the legislative history, and the Court’s own decisions all
point to a single unifying guide to resolving fair use cases: balance. All three
suggest the need for fair use to balance, flexibly and realistically, what the public
has to gain and what it has to lose in terms of the “Progress of Science” from an
infringement or fair use holding in the circumstances presented. Only through such

296 See id. at 562.
297 Id. at 563–64.
298 See id. at 565–66.
299 17 U.S.C. § 107(3) (requiring a court to consider as the third fair use factor “the amount and

substantiality of the portion used in relation to the copyrighted work as a whole”).
300 See Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 579 (1994).
301 Id. at 592–94.
302 Google LLC v. Oracle Am., Inc., 141 S. Ct. 1183, 1203 (2021).
303 Id. at 1208.
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a balance can a court determine whether a fair use or infringement outcome will
better promote “the Progress of Science” going forward.

Yet, if balance is the key, that still leaves the question of how to calibrate
that balance. Congress has the authority to enact copyright for a single purpose:
“to promote the Progress of Science.” The Court has defined that purpose to
include two legitimate ends: (i) increasing creative output; and (ii) increasing its
dissemination.304 As a result, if a court could know, before it made its decision,
whether fair use or infringement would lead, going forward, to: (i) more or better
original works; and/or (ii) their broader dissemination, then striking the appropriate
balance between fair use and infringement would simply require the court to rule
accordingly. In such a case, that the use at issue fell squarely within one of the
exclusive rights, as the copying in Sony did, is not a reason to reject fair use. It is
the reason fair use applies.

Yet, in practice, the issue is not quite so simple. Courts, like the rest of us,
lack perfect information. That may explain why Justice Story, rather than having
set forth the relevant balance directly, instead set forth a number of proxies. In
the absence of perfect information regarding whether fair use or infringement will
better promote the Progress of Science going forward, looking to factors such
as “the nature and objects of the selections made, the quantity and value of the
materials used, and the degree in which the use may prejudice the sale, or diminish
the profits, or supersede the objects, of the original work,”305 may serve as useful
proxies that cast light on whether “the Progress of Science” is better served by
allowing or prohibiting the use at issue.

For me, the Goldsmith Court is best read as embracing an additional proxy.
As the Court noted, Condé Nast paid a licensing fee for the initial use.306 Later,
in responding to the dissent’s concerns, the Court insisted that “[i]t will not
impoverish our world to require [the Andy Warhol Foundation] to pay Goldsmith a
fraction of the proceeds from its reuse of her copyrighted work.”307 Taken together,
these statements suggest an inverse principle to Wendy Gordon’s market failure

304 See Harper & Row Publishers, Inc. v. Nation Enterprises, 471 U.S. 539, 558 (1985).
305 Folsom v. Marsh, 9 F. Cas. 342, 348 (C.C.D. Mass. 1841).
306 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 517 (2023).
307 Id. at 549.
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approach to fair use.308 Specifically, these statements suggest that, in the absence
of more perfect information and at least for commercial uses, where a licensing
market already exists and licenses are routinely obtained for the use at issue, a
court should tend to find infringement, rather than fair use. Indeed, the facts in
Goldsmith go beyond a market situation where licenses are routinely obtained. In
Goldsmith, it is not just that such uses could be, and in theory would be, easily
licensed. The previous use of the Warhol Prince series for an identical commercial
use was licensed.309

In short, we should read the Court’s decision as a court decision. In recent
decades, the Court has decided fewer and fewer cases.310 In response, academics,
lawyers, and judges have sought more meaning in the fewer decisions the Court
has given us. Every line is carefully parsed. Every sentence becomes its own
holding—true and valid not just on the particular facts before the Court, but
generally for all facts and for all time. This is unfortunate. For reasons that I have
explained elsewhere, courts work best when their dispute resolution function is
primary and their lawmaking function secondary or incidental. The more closely
we tie a court’s decisions to the precise facts before the court, the more the decision
makes sense. The less closely, the less sense. The Court’s authority in Goldsmith is
to resolve the dispute before the Court, not to make broad proclamations about
the meaning of fair use going forward. When we read the Court’s definition
of transformative character and see the balance the Court articulated, we must
recognize that the Court’s analysis of those issues is inevitably colored by the
facts before it. On those facts, the first and nearly identical commercial use of the
Warhol’s Prince series was licensed; yet no attempt to license the second such use
was made. This “failure to license a previously licensed use” matters—not just for
the overall resolution of the case, but for understanding each and every aspect of the
Court’s decision, including the Court’s interpretation of transformative character.
The use of Orange Prince on a magazine cover commemorating the life of Prince

308 See generally Wendy J. Gordon, Fair Use as Market Failure: A Structural and Economic Analysis of
the Betamax Case and Its Predecessors, 82 Colum. L. Rev. 1600 (1982). In some of her later work, Professor
Gordon has tried to explain how her initial position has been misunderstood and become a caricature of the
position she articulated. See Wendy J. Gordon, Excuse and Justification in the Law of Fair Use: Transaction
Costs Have Always Been Only Part of the Story, 50 J. Copyright Soc’y U.S.A. 149, 150 n.3, 159–60 (2003).

309 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 515 (2023).
310 Ryan J. Owens & David A. Simon, Explaining the Supreme Court’s Shrinking Docket, 54 WM. & Mary

L. Rev. 1219, 1225–26 (2012).
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was not transformative for the reasons the Court articulated in defining the nature
of transformative character, but also because the identical use has previously been
licensed and no attempt was made to license the second such use. If we try to rely
on the Court’s language and reasoning outside of the specific factual context in
which Goldsmith arose, we risk missing the point of the decision.

We see support for the use of this “failure to license a previously licensed use”
principle as a fair use proxy in the Court’s resolution of the fair use claim in its 1990
Stewart v. Abend decision.311 In that case, Jimmy Stewart and Alfred Hitchcock
had set up a film production company, Patron, Inc., and obtained a license to make
a film based upon a copyrighted short story, “It Had to Be Murder.”312 Under the
license, Patron made and publicly exhibited the film Rear Window.313 Because
of the special rules for vesting of the renewal term under the 1909 Copyright
Act,314 that license expired at the end of the primary copyright term for the short
story, sometime in the late 1960s.315 The film was nonetheless broadcast on the
ABC television network in 1971.316 In the ensuing lawsuit, the principal issue was
whether the creator of a derivative work that was properly licensed at the time it was
created, as with Rear Window, could continue exploiting the derivative work during
the renewal term after the license had expired.317 The Court held that they could
not.318 As an alternative, the defendants argued that they could broadcast their
film under the fair use privilege.319 In rejecting that argument, the Stewart Court
relied primarily on Sony’s presumption that “every [unauthorized] commercial use
of copyrighted material is presumptively an unfair exploitation of the monopoly
privilege that belongs to the owner of the copyright.”320

311 See Stewart v. Abend, 495 U.S. 207, 236–38 (1990).
312 Id. at 212.
313 Id.
314 Cornell Woolrich, the author of the short story, had granted a license that covered both the initial 28-

year term (the primary term) and the 28-year renewal term that the 1909 Copyright Act established. However,
under the 1909 Act, such a license was effective only if Woolrich survived until the start of the renewal term.
As it happened, Woolrich died in 1968 before the renewal term vested. Id. As a result, Woolrich’s license
expired at the end of the primary term for the short story.

315 Id. at 212.
316 Id.
317 Id. at 211.
318 Id. at 235–36.
319 Id. at 236.
320 Id. at 237.
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But even without Sony’s presumption, requiring a license to make or publicly
perform a motion picture version of a copyrighted short story makes more sense,
at least in the absence of perfect information, than a fair use determination. The
licensing of such uses is not merely possible; in theory, it already occurs routinely.
Indeed, as in Goldsmith, such a use is not just easy to license in theory, the actual
defendants in the case had licensed such use when they previously made it.321 It
may well be that with perfect information, a court could discern that requiring
licenses in this situation does not, on balance, better promote “the Progress of
Science” than does a fair use result. In the real world, however, courts do not have
perfect information. With the limited information available as to whether such a
license will or will not better promote “the Progress of Science,” leaving a working
market in place is probably the better bet.

In the introduction, I suggested that reasonable minds can differ as to whether
the Foundation’s use should be fair or infringing. For me, this is precisely the
argument by which I can see holding Warhol’s use unfair. Condé Nast obtained
a license for the first use of Warhol’s Purple Prince. There seemed to be a practical
and working licensing market in place. It may be that with perfect information,
a court could see that fair use would better promote “the Progress of Science”
than the Court’s infringement outcome. But with the information available, it is
plausibly better to reinforce the licensing market in place. Thus, going forward,
I would read the Goldsmith decision as holding that where the use at issue is
commercial and there is an established licensing market, and particularly where
the defendant has licensed the identical use previously, then a court should tend to
find infringement rather than fair use.

The only consideration that gives me pause in both Stewart and Goldsmith
are the heightened risks of licensing failure when the parties move from an ex
ante to an ex post licensing negotiation. In these markets, ex ante bargains, where
neither side yet knows the value of the licensed work or use, are routinely stuck.
Uncertainty over whether the short story will actually be made into a film, for
example, or whether the film will be a hit or a dud, keep royalty and other demands
reasonable. When the size of the licensed pie, and indeed, the question of whether
there will even be any licensed pie, remain unknown, both sides have an incentive to
cooperate to ensure that there is a licensed pie and to maximize its size. In addition,

321 Andy Warhol Found. for the Visual Arts, Inc. v. Goldsmith, 598 U.S. 508, 515 (2023).



2024] TRANSFORMING FAIR USE 239

when ex ante, neither side is locked into bargaining with the other. If a given short
story author makes royalty or other demands that are out of line with market norms,
for example, the film production company can turn to other authors. The same is
true on the other side. If the film production company offers an unreasonably low
royalty or other terms inconsistent with market norms, the short story author can
shop around.

When we move from ex ante to ex post licensing, however, the framework
for negotiations changes. Now, each side is locked into negotiating with the other.
The value of the licensed work has also been revealed. A game of chicken or
bilateral monopoly hold-up may ensue as the would-be licensor and the would-be
licensee each try to maximize their respective share of the now known and baked
pie. The negotiations switch from cooperative, trying to maximize the size of an
unknown and not-yet-baked pie, to antagonistic, trying to maximize my share of an
existing pie. Even if licensing is routine in a market ex ante, courts should not too
readily assume that licensing will be equally routine in the same market ex post.
Moreover, when the two parties are forced to negotiate with each other in the ex
post market, they do so in the shadow of the law–with the likely legal outcome
if the parties were to litigate setting boundaries on the licensing negotiations. In
the ex post context, where the alternative is litigation, each party will agree to a
license only if they expect to do, at least, as well from the license as they expect
they could do litigating. Unfortunately, the dual threats of statutory damages and
injunctive relief may unfairly bias the ex post licensing negotiations in favor of the
licensor. Holding the possibility of a fair use resolution over the parties can help
re-balance the licensing negotiations in this context and encourage both sides to be
reasonable.322

Reading Goldsmith as turning on the ease of licensing also helps us
understand why the Goldsmith Court distinguished Campbell. In Campbell, 2 Live
Crew had actively sought a license before the litigation, but the copyright owner
refused. In refusing, the copyright owner specifically stated: “[W]e cannot permit

322 In Goldsmith itself, the Court noted that Goldsmith herself waived the broader claims of infringement
and the multi-millions in damages she had sought to ensure a fair use outcome. 598 U.S. 508, 534 n.9 (2023).
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the parody of ‘Oh, Pretty Woman.’”323 As the Campbell Court noted, “‘People
ask . . . for criticism, but they only want praise.’”324

Campbell represents the other side of relying on licensing as a proxy for the
balance fair use strives to establish—one that Wendy Gordon originally suggested:
Where we expect the licensing market to fail, a court should tend to find fair use,
rather than infringement.325 Licensing failure risks barring the defendant’s use
directly. When licensing failure occurs, the public does not receive the benefit of
the defendant’s use (because it does not occur). The defendant does not receive
any revenue (because the defendant’s use does not occur). And the plaintiff does
not receive any additional licensing revenue or attribution from the defendant’s use
(again, because it does not occur). That’s a lose-lose-lose proposition. If there is
good reason to believe that the licensing market will fail, allowing a use that directly
promotes “the Progress of Science” – whether because the use at issue gives us a
new original work or because the use at issue expands access to existing works–is
the better choice.

Moreover, for some uses, requiring a license may distort rather than bar
the use at issue. If the point of a digital database is to house a complete and
comprehensive historical record of audio-visual works, requiring the permission
of the copyright owner, as a panel of the Second Circuit did in TVEyes,326 holds
an accurate historical record hostage to the whims of each copyright owner. A
copyright owner may choose not to license those clips that portray them, with the
benefit of hindsight, in an unflattering manner.327 Requiring a license may distort
what is included in such a digital archive, just as requiring a license for a film or
book review may distort what is supposed to be a neutral or objective review. In
addition, the public may be better served by competing comprehensive archives, as
we have had historically with libraries, rather than siloed archives, such as one for
CNN, one for Fox, and one for MSNBC. Thus, even where licensing is practicable,

323 Campbell v. Acuff-Rose Music, Inc., 510 U.S. 569, 572–73 (1994).
324 Id. at 592 (quoting W. Somerset Maugham, Of Human Bondage 241 (Penguin ed., 1992)).
325 See Gordon, supra note 308.
326 Fox News Networks, LLC. v. TVEyes, Inc., 883 F.3d 169, 182 (2d Cir. 2018) (finding that the copying

of television programs to create a searchable database was somewhat transformative but nonetheless unfair),
cert. denied, 139 S. Ct. 595 (2018).

327 See Fox News Networks, LLC. v. TVEyes, Inc., 43 F. Supp. 3d 379, 387 (S.D.N.Y. 2014) (“Fox News
licensees must covenant that they will not show the clips in a way that is derogatory or critical of Fox News.”),
rev’d, 883 F.3d 169 (2d Cir.), cert. denied, 139 S. Ct. 595 (2018).
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courts should consider whether imposing a licensing requirement will distort what
society receives, whether what society receives is an audiovisual archive, a movie
or book review, or something else.

At the same time, courts must be cautious and not assume licensing failure
is inevitable too readily. Even where the cost of individually licensing each
use appears impractical, class action litigation and other collective resolution
mechanisms may make seemingly impractical licensing practical. Given a choice
between leaving money on the table and being creative, potential licensors and
licensees in copyright markets can be creative. They can sometimes find ways to
overcome even seemingly insurmountable difficulties to license uses.328

Nevertheless, at least as a first cut approximation, whether licensing a
defendant’s use is likely to prove trivially easy or frustratingly hard can provide
a helpful guide. In the absence of perfect information as to whether fair use or
infringement will better promote “the Progress of Science,” the ease and certainty
of obtaining a license can provide a useful proxy for courts trying to resolve a fair
use case. In cases involving commercial use where a successful license negotiation
is almost certain and will not distort what society receives, courts should tend to
find infringement. This is particularly true where an identical previous use by the
same party had been licensed. On the other hand, in cases involving commercial
use, where a successful license negotiation is unlikely or will distort the use at
issue, courts should tend to find fair use.

When a case falls somewhere in between these two ends of the licensing
success-licensing failure spectrum, such as in Google v. Oracle, where both parties
negotiated in good faith but were unable to agree to licensing terms,329 then a court
should balance what the public has to gain and what it has to lose in terms of
copyright’s constitutional objective from allowing or prohibiting the use at issue.

328 Although ultimately rejected by the court, the attempted settlement in the Google books case provides
one such example.

329 Google LLC v. Oracle Am., Inc., 141 S. Ct. 1183, 1212 (2021) (Thomas, J., dissenting) (noting that
“[a]t least four times between 2005 and 2006, the two companies attempted to negotiate a license, but they
were unsuccessful”).
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Conclusion

To achieve its constitutional purpose, copyright requires balance. Congress
elevated fair use from common law exception to statutory privilege to help achieve
that balance. In codifying fair use, Congress provided some general guidelines,
but largely left it to courts to apply those guidelines and to develop additional
guides, as necessary, to determine whether, in any given case, a finding of fair
use or infringement would better advance copyright’s constitutional purpose.330

Until Goldsmith, the Court recognized that making this determination required not
a mechanical checklist, but a realistic balancing of whether allowing or prohibiting
the use at issue is likely to better promote “the Progress of Science” going forward.

To give fair use the role Congress intended it to play in promoting that
purpose, courts should narrowly read Goldsmith to hold that where the use at
issue is commercial and there is an established licensing market for the use at
issue, a court should tend to find infringement rather than fair use. In the absence
of perfect information as to whether a finding of fair use or infringement will
better promote “the Progress of Science” going forward, reinforcing an existing and
well-functioning licensing market is the better bet. Particularly where an identical
commercial use had previously been licensed, a certainty of licensing success
in this setting provides a workable but inverse proxy to Gordon’s market failure
approach for resolving fair use cases.

Courts should be careful not to read more into the Goldsmith decision than
Article III authorized the Court to decide. Even where the Court’s language
and reasoning seems to apply, the further divorced a district or circuit court’s
application of Goldsmith is from the specific facts of the Goldsmith case itself,
the less reliable the Court’s analysis becomes.

330 U.S. Const. art. I, § 8, cl. 8.
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